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JOINT APPENDIX 


IN THE DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 


[ Filed August 21, 1957] 
JOHN W. ANDERSON 
578 Broadway, Gary, Ind. 
and 


PRODUCTIVE INVENTIONS, INC. 
a corporation of Indiana 


vs. Civil Action No. 2109-'57 


ROBERT C. WATSON, 
Commissioner of Patents 


Plaintiffs 


Defendant. 


COMPLAINT AND PETITION 
FOR 
WRIT OF MANDAMUS 

1. Plaintiff, John W. Anderson, is a citizen of the United States 
and a resident of the City of Gary, in the State of Indiana. 

2. Plaintiff, Productive Inventions, Inc., is a duly authorized 
corporation existing by virtue of the laws of the State of Indiana and 
having a place of business at Gary, Indiana. 

3. Defendant, Robert C. Watson, has official residence in the 
District of Columbia, and is here being sued as the Commissioner of 
Patents of the United States. 

4. On December 13, 1945, Plaintiff John W. Anderson filed an 
application for patent in the United States Patent Office entitled 
"WINDSHIELD WIPER BLADE LINKAGE ASSEMBLY" as Patent 
Application Serial No. 634,730. 

5. During the pendency of said application Serial No. 634, 730 in 
the United States Patent Office, said Plaintiff, John W. Anderson was 
involved as a party in an interference declared on June 16, 1948 and 
identified as Interference No. 83, 363 with a joint application for patent 
of Anthony C. Scinta and Anton Rappl entitled "WINDSHIELD CLEANER" 
bearing Serial No. 736, 492. 
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6. Said interference No. 83,363 was adjudicated in the manner 
prescribed by law in the United States Patent Office, during which 
proceeding the Patent Office on May 16, 1949 ruled that an attempt by 
said Sinta's assignee to introduce a sole application of said Scinta, 


Serial No. 636, 548 into said Interference No. 83,363 was not brought 
in the time and manner provided by law even though said assignee had 
the opportunity to do so, and thereupon the Patent Office in a decision 
dated May 16, 1949 awarded priority in said Interference No. 83, 363 
to Plaintiff, John W. Anderson, which award was affirmed on December 
18, 1951 on all grounds by the Court of Customs and Patent Appeals in 
a decision reported at 193 F. (2d) 1020; 92 U.S. P.Q. 276. 

7. On December 13, 1945, Plaintiff John W. Anderson, filed an 
application for patent in the United States Patent Office entitled 
"WINDSHIELD CLEANER" which application received Serial No. 

634, 729. 

8. OnJune 2, 1952, the United States Patent Office caused 
Interference No. 85,878 to be declared between Plaintiff's application 
Serial No. 634,729 and the aforementioned application of Anthony C. 
Scinta Serial No. 636, 548 filed December 22, 1945, referred to in 
Paragraph 6 herein, which interference proceeding is still pending in 
the United States Patent Office. 

9. On August 7, 1947, Plaintiff John W. Anderson filed an 
application for patent in the United States Patent Office entitled 
"WINDSHIELD WIPER BLADE AND CARRIAGE ASSEMBLIES" which 
application received Serial Number 766, 956. 

10. On February 2, 1953 the Patent Office declared Interference 
No. 86, 266 between Plaintiff's application Serial No. 766,956 and an 
application of Anthony C. Scinta, bearing Serial No. 676, 974 filed June 
15, 1946 which interference is still pending in the United States Patent 
Office. 

11. On May 7, 1957, the Patent Office declared Interference 
No. 88, 638 between Plaintiff's application Serial No. 766,956 and said 
Scinta application Serial No. 636, 548. 
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12. Plaintiff, Productive Inventions, Inc. is the owner by 
assignment of the entire, right, title and interest in and to the 
aforementioned Anderson patent applications Serial Nos. 634,729 and 
766, 956. 

13. Onor about May 24, 1954, Plaintiff John W. Anderson 
submitted a Motion under Rule 243 of the United States Patent Office 
Rules of Practice for Judgment on the Record in said Interference 
No. 85, 878 because of res adjudicata arising out of the circumstances 
surrounding Interference No. 83,363, a conformed copy of said Motion 
being attached hereto as Exhibit "A". 

14. Onor about June 18, 1954, Plaintiff John W. Anderson 
submitted a Motion under Rule 243 of the United States Patent Office 
Rules of Practice for Judgment on the Record in said Interference 
No. 86, 266 because of res adjudicata arising out of the circumstances 
surrounding Interference No. 83,363, a conformed copy of said Motion 
being attached hereto as Exhibit "B". 

15. On June 28, 1954 the Patent Interference Examiner dismissed 
the party Anderson's Motions for Judgment on the Record in both 
Interference Nos. 85,878 and 86, 266 on the grounds that such motions 
were not timely, copies of said decisions being attached hereto as 
Exhibits "C" and ''D" respectively. 

16. Onor about July 12, 1954 the party Anderson submitted 
petitions to the Commissioner to exercise his supervisory authority 
and order the Examiner's decisions dismissing Anderson's Motions 
for Judgment on the Record in both said Interference Nos. 85,878 and 
86, 266 vacated and requesting that such Motions be set down for 
hearing, conformed copies of said petitions being attached hereto as 
Exhibits "E" and "F" respectively. 

17. On May 10, 1955 and May 11, 1955, the Patent Office 
granted the aforementioned petitions for the exercise of supervisory 
authority to the extent of referring Anderson's Motions for Judgment 


on the Record to the Board of Patent Interferences, thereby recognizing 
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that such Motions are proper and well founded in law and entitled to 
hearing, copies of the decisions of the Patent Cffice in this regard 
being attached hereto as Exhibits"G"" and "H". 

18. On July 5, 1956, the Board of Patent Interferences in 
response to said decisions identified as Exhibits "G" and "'H",, and 
contrary to practices established in the United States Patent Office for 
interference contests deferred consideration of Anderson's Motions for 
Judgment on the Record until final hearing of the Interferences and thus 
until after the parties would have gone to the tremendous expense and 
delay of offering all their respective priority proofs, copies of said 
actions of July 5, 1956 oeing attached hereto as Exhibits "I" and "J". 

19. On July 23, 1956, the party Anderson filed petitions for 
reconsideration of the orders of July 5, 1956 in Interference Nos. 

85, 878 and 86, 266, conformed copies of said petitions being attached 
hereto as Exhibits "K" and "L". 

20. OnSeptember 10, 1956, the Board of Patent Interferences 
submitted decisions affirming their previous decisions and transmitting 
the cases again to the Primary Examiner, copies of said decisions 
being attached hereto as Exhibits "M" and "N". 

21. Onor about September 15, 1956, the party Anderson 
petitioned the Commissioner of Patents to exercise his supervisory 
authority and order the Board of Interference Examiners to set down 
for hearing Anderson's Motions for Judgment on the Record because of 
res adjudicata, in compliance with the Commissioner's previous 
decisions dated May 10, 1955, and May 11, 1955, conformed copies of 
said petitions and memoranda in support thereof being attached hereto 
as Exhibits "O" and "P". 

22. OnNovember 21, 1956 the Commissioner denied said 


petitions and thereby concurred in the deferment of the consideration 


of Anderson's Motions for Judgment on the Record until final hearing, 


copies of the Commissioner's actions of November 21, 1956 being 
attached hereto as Exhibits "Q" and "R". 
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23. Onor about June 8, 1957 the party Anderson duly submitted 
petitions to the Commissioner of Patents for reconsideration of the 
Commissioner's decisions of November 21, 1956 refusing to set down 
for immediate hearing Anderson's Motions for Judgment on the Record, 
conformed copies of said petitions being attached hereto as Exhibits 
SS" and "TT". 

24. On August 9, 1957, the Patent Office again refused to set 
the party Anderson's Motions for Judgment on the Record down for 
immediate hearing and deferred the same until final hearing despite the 
controlling language of the Court of Customs and Patent Appeals in the 
case of Vandenberg v. Reynolds (113 U.S. P.Q. 275) which states, in 
part: 

"In the interest of orderly procedure and the conservation 

of judicial man hours, both here and in the Patent Office, 

it seems to us that any issue which may be determinative 

of the continuance or outcome of an interference should 

be decided by the tribunal having jurisdiction thereof 

when it is first properly raised and not postponed until 

after the consideration of the usually complex factual 

issues involved in the merits of priority disputes." 

Copies of said decisions of August 9, 1957 are attached hereto as 
Exhibits "U" and "V". 
25. Defendant, by the action of his agents and employees will, 


by such wrongful acts, cause Plaintiffs to expend considerable sums of 


money and time in taking testimony and submitting proofs in said 
Interferences to the detriment of Plaintiffs, the Patent office, and the 
public unless this Court shall exercise its power as prayed herein. 

26. Plaintiffs have no other recourse, by way of appeal or 
otherwise, in which to correct the wrongful acts of Defendant at this 
stage of said Interference proceedings. 

27. This Court has the authority to enter the relief prayed for 
under Title 28, Section 1651 (a) of the United States Code, and Rule 81 (b) 
of the Federal Rules of Civil Procedure. 
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WHEREFORE, Plaintiffs pray that this Court issue a Writ of 
Mandamus compelling Defendant to comply with the established rules 
governing interference proceedings in the United States Patent Office 
by setting down for hearing the party Anderson's Motions for Judgment 
on the Record and rendering decisions thereon prior to the taking of 
testimony in the aforementioned interferences, and further that this 
Court issue a temporary restraining order restraining Defendant from 
proceeding with said Interferences until said Motions are heard and 
decided. 


/s/ Smith, Michael & Gardiner 
Woodward Building 
Washington, D. C. 


/s/ William A. Smith, Jr. 


/s/ Charles F. Meroni 


HILL, SHERMAN, MERONI, GROSS 
& SIMPSON 
53 W. Jackson Boulevard 
Chicago 4, Dlinois 


EXHIBIT "A" 
IN THE UNITED STATES PATENT OFFICE 

BEFORE THE EXAMINER OF INTERFERENCES < 
STANLEY R. CARSON and ) 
FREDERICK W. SAMPSON _) 
v. 
ANTHONY C. SCINTA ) Interference No. 85,878 

v. 

) 


JOHN W. ANDERSON 


ANDERSON'S MOTION UNDER RULE 243 FOR « 
JUDGMENT ON THE RECORD AGAINST THE 

PARTIES SCINTA AND CARSON ET AL BECAUSE 

OF RES ADJUDICATA. ‘. 
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Now comes the party Anderson,by his attorneys of record, and 
hereby moves for judgment on the record against the parties Scinta and 
Carson et al, pursuant to the provisions of Rule 243 and because of res 
adjudicata. 

FACTS ON WHICH MOTION IS BASED 


The assignees of all three parties to this interference, namely, 
The Anderson Company, Trico Products Corporation, and General 
Motors Corporation were involved in an earlier interference No. 83,363 
in which priority was adjudicated in favor of the party Anderson on the 
basis of his application, Serial No. 634,730 filed December 13, 1945 
and issued on May 6, 1952 into Patent No. 2, 596,063. 

The earlier interference was based on a single count now 
comprising claim 6 of the aforesaid Anderson patent. This claim was 
suggested on May 6, 1948 under old Rule 96 for purposes of interference 
to the assignee, General Motors Corporation, of Carson et al in its 
then pending Mackie et al application, Serial No. 669,071, issued on 
April 14, 1953 into Patent No. 2,634,446. Ina paper filed October 27, 
1948 in said Mackie et al application, the applicants there indicated that 
they were not making the claim and urged that applicants’ own claims were 
patentably different from that issue. 

In addition, at the hearing before the Primary Examiner on May 13, 
1954, counsel for the assignee, General Motors Corporation, of Carson 
et al, as well as counsel for the other parties, agreed that the present 
count, as well as the proposed counts, in the instant interference found 
support and were readable on the disclosure of the aforesaid Anderson 
patent. In addition, counsel for the party Carson et al urged the 
count here in issue was unpatentable in positively defining as an element 
"a pair of transversely aligned grooves"; the foregoing being set forth 
in an amendment under Rule 232(c) read during said hearing and filed 
promptly thereafter by the party Anderson in connection with his 
application, Serial No. 634,729, involved in this interference. 
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Reference to the earlier interference No. 83,363 between the 
parties reveals that the Examiner of Interferences therein definitely 
ruled, in a paper dated February 24, 1949, that the motion period in 
that interference "closed January 8, 1949." This date is significant 
Since it is prior to the date, March 1, 1949, when new Rule 234 
Supplanted old Rule 109. Therefore, under the practice promulgated 
by the Patent Office Board of Appeals in the recent case of Ex Parte 
Thomas, 94 USPQ 398, the present interference is subject to the 
practice of the Office in force and effect in connection with old Rule 109. 

In the earlier interference No. 83,363, the party Scinta's assignee 
filed a belated motion endeavoring to have a new interference set up 
between the party Anderson and Scinta's sole application Serial No. 
636,548, which was involved in that interference. Upon denial thereof, 


the party Scinta then took testimony directed primarily to establishing 


conception and reduction to practice of the structure shown in this 
Scinta sole application, Serial No. 636, 548. 


Again, at the final hearing of said earlier interference No. 83, 363, 
Scinta's assignee urged its right to have in the interference this earlier 
application and the decision of the Examiner of Interferences was 
adverse to that party. An appeal was taken to the Court of Customs 
and Patent Appeals by Scinta's assignee in said earlier interference and 
the Court of Customs and Patent Appeals in its decision, 92 USPQ 276 
(193 Fed. 2d 1020) not only affirmed the award of priority to Anderson, 
but also affirmed all of the Patent Office rulings relative to this very 
Scinta sole application, Serial No. 636, 548, here involved. 


ARGUMENT AND BRIEF OF ANDERSON IN 
SUPPORT OF MOTION FOR JUDGMENT ON THE RECORD 
The parties, at the hearing on May 13, 1954, all unequivocally 
agreed that the count, as well as the proposed counts, found complete 
support in and were readable on the disclosure of Anderson Patent 
No. 2,596,063 which issued by virtue of Anderson having prevailed in 


said earlier interference. The count in interference is readable 
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element for element upon such Anderson patent as follows: 
A windshield wiper device comprising a wiper unit (2), 
said unit including 
an elongated resilient flexible body (3) having a back 
portion (8) and a wiping edge (13) conformable toa 


surface (4) to be wiped. F 


a pair of transversely aligned grooves (14) formed 

in the body extending substantially throughout the length 
thereof and positioned between said back portion 

(8) and said wiping edge (13), 

elongated backing means (15) flexible in a plane 
substantially perpendicular to the surface (4) to be 
wiped and substantially inflexible in a plane at right 
angles to said first mentioned plane, 

said backing means (15) having a pair of uninterrupted 
longitudinally extending edges positioned in said pair 
of transversely aligned grooves (14), 

longitudinally spaced apart clamp means (18 to 21 
and 30) connected to said unit, and 

means for applying pressure to said clamp means 

(18 to 21 and 30) to cause the wiping edge (13) of the 
flexible body (3) to conform to the surface (4) being 


wiped. 


The party Scinta urged that the count in interference differed 
from the issue of the earlier interference in calling for "a pair of 
transversely aligned grooves" which is positively set forth in the claim 
as a separate element. In that respect, the assignee, General Motors 
Corporation, of the other party Carson et al urged, in support of its 
motion to dissolve, that the count was unpatentable in depending for 
patentability on this intangible limitation ''a pair of transversely aligned 
grooves"; a groove being nothing more than an extended hole, or the 
absence of Something. 
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In any event, there is no question but what the aforesaid Anderson 
patent clearly shows all of the structure recited in the count including 
"a pair of transversely aligned grooves" designated by the reference 
numeral 14. 

Now, it is well established in interference practice that "'to the 
winner of an interference goes the spoils." 
In re Curtis, 1917 C.D. 142; In re Bronstein, 89 USPQ 66 (C.C.P.A.). 
In other words, Anderson was not only entitled to the count that was in 
interference, but also to all subject matter which possibly could have 
been adjudicated in that interference. 


Scinta unsuccessfully endeavored to bring belatedly his sole 


application, Serial No. 636,548, into the aforesaid interference. Hence, 


it is clear that he could have had adjudicated in that interference an issue 
involving his said application but because of his own delay and failure to 
comply with the rules, he was precluded from proceeding with such 
interference. The decisions of the Patent Office were all uniform in 
that respect and were sustained in the aforesaid Court of Customs and 
Patent Appeals decision which, as will be noted, specifically alludes 

to the Scinta application, Serial No. 636, 548. 

Accordingly, it is clear that Scinta's assignee was involved in the 
earlier interference both as to the Scinta joint application of that 
interference and the Scinta sole application, Serial No. 636,548. If 
Scinta had wanted an interference based on the present count in that 
interference, he was ina position to have filed a timely motion rather 
than the belated one and to have had the interference. 

Accordingly, it is clear that as far as Scinta's assignee is 
concerned, it has had its day in Court and the decision in the earlier 
interference in res adjudicata as far as such party is concerned with 
reference to the count here in issue. 

Similarly, the assignee, General Motors Corporation, of Carson 
et al has had its day in Court since it was afforded an opportunity to get 


into the earlier interference by virtue of the suggestion of the count 
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pursuant to old Rule 96, but failed to make the count. Hence, under the 
well established Patent Office practice, the application of Anderson of 
the earlier interference became prior art as to everything shown there- 
in insofar as that assignee was concerned. Moreover, the assignee 
of Carson et al has admitted, at the hearing, that the count is clearly 
readable on the earlier Anderson patent and does not involve any 
patentable subject matter in merely calling for an intangible element, 
namely, a pair of grooves. 

In view of the tremendous expense and delay to which the party 
Anderson was put in contesting the earlier interference, it is submitted 
that it would be unjust and inequitable to permit this interference to 
proceed, especially as the party Anderson is clearly entitled to 
judgment on the record as to the other parties because of res adjudicata. 

Respectfully submitted, 
HILL, SHERMAN, MERONI, GROSS & SIMPSON 


By /s/ Charles F. Meroni 
Attorneys for the Party Anderson 


Chicago 4, Dlinois 
May 21, 1954 


[ Certificate of Service] 


EXHIBIT "B" 


IN THE UNITED STATES PATENT OFFICE 
BEFORE THE EXAMINER OF INTERFERENCES 


JOHN W. ANDERSON 


) 
w: Interference No. 86, 266 
ANTHONY C. SCINTA _) 


ANDERSON'S MOTION UNDER RULE 243 FOR 
JUDGMENT ON THE RECORD AGAINST THE 
PARTY SCINTA 
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Now comes the party Anderson, by his attorneys of record, and 
hereby moves for judgment on the record against the party Scinta, 
pursuant to the provisions of Rule 243 and because of res adjudicata. 

FACTS ON WHICH MOTION IS BASED 

The assignees of the two parties to this interference, namely, 
The Anderson Company and Trico Products Corporation, were involved 
in an earlier interference No. 83,363 in which priority was adjudicated 
in favor of the party Anderson on the basis of his application, Serial 
No. 634,730, filed December 13, 1945 and issued on May 6, 1953 into 
Patent No. 2,596,063. The earlier interference was based on a single 
count now comprising claim 6 on the aforesaid Anderson patent. 

It will be noted that the single count here in interference defines 
as a positive element "a pair of transversely aligned grooves". In the 
companion three party interference No. 85, 878 involving the assignees 
of Scinta and Anderson, it was urged by the third party, Carson et al, 
that a claim cannot be patentable where it positively defines, asa 
element, an intangible, namely, a pair of transversely aligned grooves. 
Obviously, a groove is nothing more than an extended hole and is 
indicative of the absence of something rather than the positive presence 
of a part or element. 

Reference to the earlier interference No. 83,363 between the 
parties reveals that the Examiner of Interferences therein definitely 
ruled, in a paper dated February 24, 1949, that the motion period in 
that interference "closed January 8, 1949". This date is significant 
since it is prior to the date, March 1, 1949, when new Rule 234 
supplanted old Rule 109. Therefore, under the practice promulgated 
by the Patent Office Board of Appeals in the recent case of Ex Parte 
Thomas, 94 USPQ 398, the present interference is subject to the 
practice of the Office in force and effect in connection with old Rule 109. 

In the earlier interference No. 83,363, the party Scinta's assignee 
filed a belated motion endeavoring to have a new interference set up 
between the party Anderson and Scinta's sole application, Serial No. 
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636, 548, which was involved in that interference. Upon denial 
thereof, the party Scinta then took testimony directed primarily to 
establishing conception and reduction to practice of the structure shown 
in this Scinta sole application, Serial No. 636, 548. 

Again, at the final hearing of said earlier interference No. 83, 363, 
Scinta's assignee urged its right to have in the earlier interference said 
earlier application and the decision of the Examiner of Interferences 
was adverse to that party. An appeal was taken to the Court of Custom 
and Patent Appeals by Scinta'’s assignee in said earlier interference and 
the Court of Customs and Patent Appeals in its decision, 92 USPQ 276 
(193 Fed. 2d 1020) not only affirmed the award of priority to Anderson, 
but also affirmed all of the Patent Office rulings relative to that Scinta 
sole application, Serial No. 636, 548, which was copending with Scinta's 
present application, Serial No. 676,974. 


ARGUMENT AND BRIEF OF ANDERSON IN SUPPORT 

OF MOTION FOR JUDGMENT ON THE RECORD 

The single count in this interference finds complete response in 
the aforesaid Anderson patent and since Anderson prevailed in the 
earlier interference as to all common patentable subject matter between 
Anderson and any then pending application of Scinta's assignee, decision 
thereon is res adjudicata as to such subject matter. 

It is, of course, clear that the Scinta application, Serial No. 
676,974, filed June 15, 1946, here in interference was pending during 
the motion period of the earlier interference. If it had been Scinta's 
assignee's intention to have any priority contest with Anderson as to 
any of the subject matter of the senior party Anderson's application 
in the earlier interference, it was encumbent upon Scinta to precipitate 
in interference under old Rule 109. Scinta did not do this as to the 
count here in interference and, therefore, the judgmentinthe earlier 
interference was res adjudicata as to this subject matter. 

There can, of course, be no question but what the count here in 
issue reads element for element upon the disclosure in Anderson's 


aforesaid issued patent. 
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A windshield wiper unit (2) comprising an elongated 
resilient flexible body (3) having a back portion (8) 
and a wiping edge (13) conformable to a surface to 
be wiped. 
a pair of transversely aligned grooves (14) formed 
in the body extending substantially throughout the 
length thereof and positioned between said back 
portion (8) and said wiping edge (13), 
elongated backing means (15) flexible in a plane sub- 
stantially perpendicular to the surface to be wiped 
and substantially inflexible in a plane at right angles 
to said first mentioned plane, 
said backing means (15) having a pair of longitudinally 
extending edges positioned in said pair of trans- 
versely aligned grooves (14), 
in combination with a superstructure, 
said superstructure including spaced apart integral 
clamp means (18 to 22, 48, 49) having their end 
portions partially surrounding parts of said back 
portion (8) and said backing means for retaining 
said backing means in lateral engagement with said 
grooves (14), 
the end portions of each of said clamp means (18 to 
22, 48, 49) being longitudinally rigidly aligned with 
each other, 
and all said clamp means (18, 21, 22) having longi- 
tudinal sliding movement with respect to said unit, 
whereby said unit in adjusting to surface curvature 
is free to slide with respect to all clamp means, 
(See Col. 5 and 6 of Patent), 
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and means for applying pressure (33 to 35) at spaced 
apart points to said unit to conform the wiping edge 


thereof to the surface being wiped, 


said pressure applying means (33 to 35) including an 
elongated bridge member rockably connected adjacent 
its ends with said clamp means substantially medial 


the ends of each of the latter, 


said unit (2) intermediate said clamp means (18 to 22, 
48, 49) providing a free medial span capable of 
elongation in conforming to irregular curvatures by 
lengthwise movement of said unit (2) in said clamp 


means. 


Reference is clearly made in the Anderson specification to the 
use of sliding connection between clamp means and the wiper blade 
unit or holder. For illustration, in Column 6 of the Anderson patent, 
we find the following: 

"The modified embodiment of the invention illustrated 

in Figure 11 substantially corresponds to the one 

illustrated in Figure 10 except that the lost-motion is 

established or effected between the outermost 

fastening means 48 and 49 and holder allowing the 

fastening means to longitudinally slide with respect 

to the holder in lieu of the pin and slot arrangement 

exemplified in Figures 9 and 10." 


In addition, in Column 4, find this paragraph: 
"It is to be understood that any fastening means suitable 
for the purpose may be employed and that they may be 
secured to the holder or mounting means in modes 
different from the one just described." 


Another pertinent paragraph appears in Column 8 reading 


as follows: 
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"Moreover, it is apparent that unique means have been 
provided whereby to improve or promote the resiliency 
or yieldability of the cleaner means whereby to obtain 
an improved cleaning or wiping action, and a plurality 
of different improved means for connecting a holder or 
mounting means with respect to bridge means whereby 
to assist in compensating, for the flexation or 
yieldability of the mounting means and the wiper 


means." 


It is, of course, well established under the practice of 
old Rule 109 and the practice promulgated by Ex Parte Thomas, 94 
USPQ 398, In re Curtis, 1917 C.D. 142, and In Re Bronstein, 89 USPQ 
66, that "to the winner of a previous interference goes the spoils." 
This means that since Anderson prevailed in the earlier interference 
No. 83,363, Anderson is presumed to have been the first inventor of 
all common patentable subject matter being prosecuted by the parties 
to the interference and that could have possibly been adjudicated in the 
earlier interference. 

Inasmuch as it is clear from the foregoing that the present count 
finds full support in Anderson's earlier patent issuing after the 
termination of the interference, Anderson is here entitled to judgment 
because of res adjudicata. In this regard, the Examiner of 


Interferences’ attention is directed to claims of the Anderson patent, 


such, for example, as claims 18 and 27, which clearly show that 


Anderson was claiming the pressure distributing means of the 
superstructue here in issue. 


Judgment on the record is, accordingly, in order. 
Respectfully submitted, 


HILL, SHERMAN, MERONI, GROSS 
& SIMPSON 


By /s/ Charles F. Meroni 
Attorneys for the Party Anderson 
Chicago 4, Illinois 
June 17, 1954 
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EXHIBIT "'C" 


HM/whd DEPARTMENT OF COMMERCE 
United States Patent Office 
Washington 


[U.S. Patent Office, Mailed June 28, 1954] 


Please find below a communication from the EXAMINER 
in this case. 


/s/ Robert C. Watson 
Commissioner of Patents 


Hill, Sherman, Meroni, Gross Interference No. 85, 878 
& Simpson Carson & Sampson 

1414 Monadnock Building Vv. 

53 West Jackson Boulevard 

Chicago 4, Llinois Scinta 


v. 
Anderson 


The motion period in this case closed March 1, 1954 and the 
various motions which were filed during that period were set down for 
hearing before the Primary Examiner, the date of the hearing being 
May 13, 1954. 

On the day of the hearing there was filed in the Anderson 
application an amendment directing the cancellation of the claim in the 
Anderson application corresponding to the interference count, stated 
to be ''For the purpose only of Rule 232(c)." On May 18, 1954, the 
party Scinta filed a motion for judgment on the record against the party 
Anderson. On May 24, 1954, the party Anderson filed an answer to 
Scinta’s motion for judgment as well as a motion for judgment on the 
record against the parties Scinta and Carson et al. On May 27, 1954, 
the party Carson et al. filed an answer to Anderson's motion for 
judgment as well as a motion for judgment on the record against the 
parties Anderson and Scinta. On May 28, 1954, the party Anderson 
filed a reply to the Carson etal. answer to Anderson's motion for 
judgment. On June 7, 1954, the party Scinta filed answers to the 
Anderson and Carson et al. motions for judgment. 
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It is apparent from the foregoing that, except for the absence of 
a motion for judgment by Scinta against Carson et al., each party has 
filed a motion for judgment against each of his two opposing parties and, 
except for the absence of an answer by Anderson to the Carson et al. 
motion for judgment, each party has filed an answer to each motion 
for judgment directed against him. 

The grounds for the three motions for judgment fall into two general 
categories, viz., patentability over certain prior patents, and estoppel. 
The arguments in the Scinta and Carson et al. motions for judgment fall 
principally in the first category, whereas the arguments in the Anderson 
motion for judgment fall principally in the second category. 

Insofar as the motions for judgment relate to the patentability of 
the count over certain prior patents, such motions are dismissed 
because a matter of this nature must be raised by a timely motion to 
dissolve filed during the motion period. In no event can a decision 
with respect to patentability over prior patents result in a judgment; a 
decision holding the count unpatentable to one or more parties because 
of prior patents can result only in dissolution of the interference with 
respect to such parties. It is noted that in the supplemental motion to 
dissolve, filed by the party Carson et al., on March 1, 1954, the question 
of the patentability of the count over Patent No. 2, 543, 383 was raised. 

Insofar as the motions for judgment relate to the matter of 
estoppel, such motions are dismissed because a matter of this nature 
must be raised by a timely motion to dissolve filed during the motion 
period, subject to such review at final hearing as may be proper under 
Rule 258. If a party seeks to have the interference terminated during 
the interlocutory stage on the ground of estoppel, he has the opportunity 
to file an appropriate and timely motion to dissolve. Any other 
course of action must await the final hearing under Rule 258. It is 
noted that one ground of Anderson's motion to dissolve as to Scinta, 
filed March 1, 1954, wa®based upon the ground of estoppel. 

It appears that the parties have attempted to file, under the 
captions of 'motions for Judgment on the Record," motions which are 
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in the nature of belated motions to dissolve. Except for the 
arguments which may have been presented at the hearing on motions, 
all the matters included in the various motions for judgment were 
available to the parties during the motion period. The parties cannot 
be permitted to present and prosecute belated motions to dissolve 
merely by designating them "Motions for Judgment on the Record". 

All three motions for judgment on the record are dismissed and 
the case is returned to the Primary Examiner for his decision on the 
motions which were set for hearing before him. 


Patent Interference Examiner 
Room 6080 


EXHIBIT "'D" 


DEPARTMENT OF COMMERCE 
United States Patent Office 
HM/ Washington Paper No. 30 


Please find below a communication from the EXAMINER 
in this case. 


/s/ Robert C. Watson 
Commissioner of Patents 


Hill, Sherman 

Meroni, Gross & Simpson, Interference No. 86, 266 
1414 Monadnock Building | 

53 West Jackson Boulevard Anderson 

Chicago 4, Illinois Vv. 


Scinta 
[U.S. Patent Office, Mailed June 28, 1954] 


The motion period in this case closed March 1, 1954 and motions 
by Anderson to dissolve and by Scinta to set up a new interference were 
set down for hearing before the Primary Examiner, the date of the 
hearing being May 13, 1954. 


On June 18, 1954, the party Anderson filed a motion for judgment 


on the record against the party Scinta. 
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The aforementioned motion for judgment is based upon the ground 
of estoppel. Said motion is dismissed because a matter of this nature 
must be raised by a timely motion to dissolve filed during the motion 
period, subject to such review at final hearing as may be proper under 
Rule 258. If a party seeks to have the interference terminated during 
the interlocutory stage on the ground of estoppel, he has the opportunity 
to file an appropriate and timely motion to dissolve. Any other course 
of action must await the final hearing under Rule 258. 

It appears that the party Anderson has attempted to file, under 
the caption of "MOTION UNDER RULE 243 FOR JUDGMENT ON THE 
RECORD AGAINST THE PARTY SCINTA," a motion which is in the 
nature of a belated motion to dissolve. Except for the argument which 
may have been presented at the hearing on motions, all the matters 
included in the motion for judgment were available to the party 
Anderson during the motion period. A party cannot be permitted to 
present and prosecute a belated motion to dissolve merely by 
designating it "MOTION UNDER RULE 243 FOR JUDGMENT ON THE 
RECORD." 

The motion for judgment on the record is dismissed and the case 
is returned to the Primary Examiner for his decision on the motions 
which were set for hearing before him. 


Patent Interference Examiner 
Room 6080 


EXHIBIT "E" 


IN THE UNITED STATES PATENT OFFICE 
BEFORE THE EXAMINER OF INTERFERENCES 


STANLEY R. CARSON and ) 
FREDERICK W. SAMPSON ) 
v. Interference No. 85, 878 
ANTHONY C. SCINTA ) 
7 ) 
) 


JOHN W. ANDERSON 
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PETITION TO THE COMMISSIONER TO EXERCISE 
HIS SUPERVISORY AUTHORITY 

Now comes the party Anderson, by his attorneys of record, in the 
above entitled interference and hereby petitions the Commissioner to 
exercise his supervisory authority and set down for hearing Anderson's 
motion under Rule 243 for judgment on the record. It should be noted 
that a similar petition is being filed in the companion interference 
No. 86, 266. 

The Examiner of Interferences, in his decision dated June 28, 
1954, has dismissed Anderson's motion on the erroneous ground that 
such a motion raises matters which must be decided in a motion to 
dissolve, overlooking entirely the fact that the motion raises an issue 
of priority, which can only be adjudicated by the Examiner of 
Interferences, and not one involving dissolution. 

The facts leading up to the motion are set forth in detail in the 
motion and supporting argument and the same are incorporated haec 
verba by reference herein. 

In brief, it suffices to note that the assignees of the parties 
hereto were previously involved in an earlier interference No. 83,363 
in which priority was awarded to the party Anderson after the interference 
had run the gamut of an appeal to the Court of Customs and Patent Appeals, 
the decision of which is reported at 92 USPQ 276 (193 Fed. 2d 1020). 

The issue in the earlier interference, as here, was directed toa 
windshield wiper which was constructed specifically for adaptation to 
curved windshields such as are used on the modern automobile. As 
noted in the motion and supporting argument, the count of the instant 
interference is fully supported by the Anderson application, Serial 
No. 634,730, which issued on May 6, 1953 into Patent No. 2,596,063. 
Accordingly, and, needless to say, since it is well established that 
"to the winner of an interference goes the spoils", Anderson, by pre- 
vailing on priority in the earlier interference, is entitled to all common 


patentable subject matter. This doctrine is based on res adjudicata 
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and necessarily must be the law if a prolixity of continuing interferences 
involving the same subject matter is to be avoided. 

Since the earlier interference was dispositive of all subject 
matter that was common to the assignees or could have been raised 
therein, it follows that the priority ruling in that interference is res 
adjudicata on the issue of priority as to all such subject matter. 

Now, the Examiner of Interferences, in dismissing the action, 
has erroneously confused matters of dissolution which can be 
adjudicated by the Primary Examiner with the matter of priority of 
res adjudicata which can only be adjudicated by the Examiner of 
Interferences. The Primary Examiner does not have the power or 
authority to decide an issue of res adjudicata or an issue of priority. 
Under the Rules of Practice, only the Examiner of Interferences has 
this authority; and the Examiner of Interferences cannot shift his 
obligation in that respect to the Primary Examiner. 

The fact that a judgment because of res adjudicata involves a 
substantive right and not a mere exercise of the discretion of the Office 
in administration of public business was fully recognized at an early 
date by the Office as, for example, in the decision of the Commissioner 
in the case of Welch v. Aufiero, 1915 C.D. 16. A pertinent portion 
of the decision reads as follows: 

"But in the present instance the Welch-Aufiero 

interference had been suspended for the avowed 

purpose of preventing the application of the 

doctrine of res adjudicata in aid of the assignee of 

the Aufiero application. This is clearly a matter 

of substantial right. If the entry of a judgment 

in favor of Aufiero against Welch involves the 

ultimate entry of a judgment in favor of the 

assignee of Aufiero against the assignee of 

McNurtry, it would not be a mere exercise of the 

discretion of the Office in administration of public 


business to suspend the entry of the judgment." 
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There, it will be noted that the Examiner of Interference merely 
postponed the adjudication of the requested judgment because of res 
adjudicata and the Commissioner vacated that decision. 

Here, the Examiner of Interferences has gone much further in 
that he has dismissed entirely the party Anderson's motion for 
judgment. A Similar pertinent decision is to be found in the companion 
case of Welch v. Aufiero, 1915 C.D. 14, wherein the issue of res 
adjudicata was considered. There, the Commissioner ordered the 
interference reinstated so that the question of judgment under the 
doctrine of res adjudicata could be adjudicated. In that case, the 
Commissioner said: 

"Apparently the dissolution of the interference was 

treated by the Primary Examiner as a mere formal 

substitution of one party for another party, without 

change of interest. Under the doctrine of res 

adjudicata, however, the right of Aufiero to a judg- 

ment against Welch may be controlling as to the 

ultimate disposition of the whole matter in contro- 


versy. 


I think it clear that Aufiero has a right to a judg- 
ment against Welch as to count 4, as well as the 
other counts. Therefore the interference should be 
reinstated." 


It will be noted that in the foregoing Welch case the Examiner 
dissolved the interference instead of passing on the substantive rights 
of Aufiero to a judgment under the doctrine of res adjudicata. This 
is exactly the same error as has been here committed by the Examiner 
of Interferences in the present interference. 

The mere fact that the question of estoppel, which can be 
presented in a motion to dissolve, would involve some of the facts on 


which the present motion for judgment is based, is of no moment 


inasmuch as a judgment because of res adjudicata involves a substantive 
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priority right which can only be adjudicated by the Examiner of 
Interferences. 

In this regard, attention is further directed to the fact that the 
Examiner of Interferences made the award of priority in the earlier 
interference No. 83,363 and it is only proper, therefore, that ona 
question of res adjudicata he should pass on the same as the issue 
raised is directed to the question of whether the previous award in the 
earlier interference is res adjudicata here. 

The party Anderson went to a great deal of expense and delay in 
contesting the earlier interference and he should not again be put to 
further expense in priority contests with an assignee or assignees 
common to the earlier interference on subject matter common to the 
Anderson application in the earlier interference. Unless this was the 
law, there would be no end to litigation in the Office. 

Then, too, the subject matter here is not complex but, at most, 
involves a simple windshield construction functionally adapted for 
application to a curved windshield. Such construction is fully taught 
by the earlier Anderson application. As a consequence, when 
Anderson was granted his Patent No. 2,596,063 on May 6, 1953 asa 
winning party in the interference, the public was entitled to rely on 
such patent as being the monopoly issuing to the winning party of the 
interference. A further adversely owned patent should not be granted 
on any subject matter which was disclosed by Anderson and could have 
been adjudicated in the earlier interference. To hold otherwise would 
result in the extension of patent monopolies to the detriment of the 
public. 

Therefore, it is earnestly urged that the Commissioner exercise 
his supervisory authority and order the Examiner's decision dismissing 
Anderson's motion for judgment vacated and such motion set down 


for hearing at an early date. 
Respectfully submitted, 


HILL, SHERMAN, MERONI, GROSS & SIMPSON 


Chicago 4, Illinois By /s/ Charles F. Meroni 
July 9, 1954 Attorneys for the Party Anderson 
* * 


* 
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EXHIBIT "F" 


IN THE UNITED STATES PATENT OFFICE 
BEFORE THE EXAMINER OF INTERFERENCES 


JOHN W. ANDERSON ) 
Vv. ) Interference No. 86, 266 
ANTHONY C. SCINTA ) 


PETITION TO THE COMMISSIONER TO EXERCISE 
HIS SUPERVISORY AUTHORITY 


Now comes the party Anderson, by his attorneys of record, in 
the above entitled interference and hereby petitions the commissioner 
to exercise his supervisory authority and set down for hearing Anderson's 
motion under Rule 243 for judgment on the record. It should be noted 
that a similar petition is being filed in the companioa interference 
No. 85,878. 

The Examiner of Interferences, in his decision dated June 28, 

1954, has dismissed Anderson's motion on the erroneous ground that 

such a motion raises matters which must be decided in a motion to 
dissolve, overlooking entirely the fact that the motion raises an issue 

of priority, which can only be adjudicated by the Examiner of Interferences, 
and not one involving dissolution. 

The facts leading up to the motion are set forth in detail in the 
motion and supporting argument and the same are incorporated haec 
verba by reference herein. 

In brief, it suffices to note that the assignees of the parties 
hereto were previously involved in an earlier interference No. 83, 363 
in which priority was awarded to the party Anderson after the interference 
had run the gamut of an appeal to the Court of Customs and Patent 
Appeals, the decision of which is reported at 92 USPQ 276 (193 Fed. 
2d 1020). 

The issue in the earlier interference, as here, was directed to 


a windshield wiper which was constructed specifically for adaptation to 
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curved windshields such as are used on the modern automobile. As 


noted in the motion and supporting argument, the count of the instant 


interference is fully supported by the Anderson application, Serial No. 


634, 730, which issued on May 6, 1953 into Patent No. 2, 596, 063. 
Accordingly, and needless to say, since it is well established that 
"to the winner of an interference goes the spoils", Anderson, by 
prevailing on priority in the earlier interference, is entitled to all 
common patentable subject matter. This doctrine is based on res 
adjudicata and necessarily must be the law if a prolixity of continuing 
interferences involving the same subject matter is to be avoided. 
Since the earlier interference was dispositive of all subject 
matter that was common to the assignees or could have been raised 
therein, it follows that the priority ruling in that interference is res 
adjudicata on the issue of priority as to all such subject matter. 
Now, the Examiner of Interferences, in dismissing the motion, 


has erroneously confused matters of dissolution which can be 


adjudicated by the Primary Examiner with the matter of priority of res 


adjudicata which can only be adjudicated by the Examiner of 
Interferences. The Primary Examiner does not have the power or 
authority to decide an issue of res adjudicata or an issue of priority. 
Under the Rules of Practice, only theExaminer of Interferences has 
this authority; and the Examiner of Interferences cannot shift his 
obligation in that respect to the Primary Examiner. 

The fact that a judgment because of res adjudicata involves a 
substantive right and not a mere exercise of the discretion of the 
Office in administration of public business was fully recognized at an 
early date by the Office as, for example, in the decision of the Com- 
missioner in the case of Welch v. Aufiero, 1915 C.D.16. A pertinent 
portion of the decision reads as follows: 

"But in the present instance the Welch-Aufiero 

interference had been suspended for the avowed 

purpose of preventing the application of the doctrine 

of res adjudicata in aid of the assignee of the Aufiero 
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application. This is clearly a matter of 

substantial right. If the entry of a judgment 

in favor of Aufiero against Welch involves the 

ultimate entry of a judgment in favor of the 

assignee of Aufiero against the assignee of 

McMurtry, it would not be a mere exercise of the 

discretion of the Office in administration of public 

business to suspend the entry of the judgment." 

There, it will be noted that the Examiner of Interferences merely 
postponed the adjudication of the requested judgment because of res 
adjudicata and the Commissioner vacated that decision. 

Here, the Examiner of Interferences had gone much further in 
that he has dismissed entirely the party Anderson's motion for 
judgment. A similar pertinent decision is to be found in the 
companion case of Welch v. Aufiero, 1915 C.D. 14, wherein the issue 
of res adjudicata was considered. There, the Commissioner 
ordered the interference reinstated so that the question of judgment 
under the doctrine of res adjudicata could be adjudicated. In that 
case, the Commissioner said: 

"Apparently the dissolution of the interference was treated 

by the Primary Examiner as a mere formal substitution 

of one party for another party, without change of interest. 

Under the doctrine of res adjudicata, however, the 

right of Aufiero to a judgment against Welch may be 

controlling as to the ultimate disposition of the whole matter 

in controversy. 

"I think it clear that Aufiero has a right to a judgment 

against Welch as to count 4, as well as the other 

counts. Therefore the intereference should be 

reinstated." 
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It will be noted that in the foregoing Welch case the Examiner 
dissolved the interference instead of passing on the substantive rights 
of Aufiero to a judgment under the doctrine of res adjudicata. This is 
exactly the same error as has been here committed by the Examiner 
of Interferences in the present interference. 

The mere fact that the question of estoppel, which can be 
presented in a motion to dissolve, would involve some of the facts on 
which the present motion for judgment is based, is of no moment in- 
asmuch as a judgment because of res adjudicata involves a substantive 
priority right which can only be adjudicated by the Examiner of Inter- 
ferences. 

In this regard, attention is further directed to the fact that the 
Examiner of Interferences made the award of priority in the earlier 
interference No. 83, 363 and it is only proper, therefore, that on a 
question of res adjudicata he should pass on the same as the issue 
raised is directed to the question of whether the previous award in the 
earlier interference is res adjudicata here. 

The party Anderson went to a great deal of expense and delay in 
contesting the earlier interference and he should not again be put to 
further expense inpriority contests with an assignee or assignees 
common to the earlier interference on subject matter common to the 
Anderson application in the earlier interference. Unless this was the 
law, there would be no end to litigation in the Office. 

Then, too, the subject matter here is not complex but, at most, 
involves a simple windshield construction functionally adapted for appli- 
cation to a curved windshield. Such construction is fully taught by the 
earlier Anderson application. As a consequence, when Anderson was 
granted his Patent No. 2, 596, 063 on May 6, 1953 as a winning party in 
the interference, the public was entitled to rely on such patent as being 
the monopoly issuing to the winning party of the interference. A further 
adversely owned patent should not be granted on any subject matter 
which was disclosed by Anderson and could have been adjudicated in the 


earlier interference. To hold otherwise would result in the extension of 
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patent monopolies to the detriment of the public. 


Therefore, it is earnestly urged that the Commissioner exercise 
his supervisory authority and order the Examiner's decision dismissing 
Anderson's motion for judgment vacated and such motion set down for 
hearing at an early date. 

Respectfully submitted, 


HILL, SHERMAN, MERONI, GROSS & 
SIMPSON 


By /s/ Charles F. Meroni 
Attorneys for the Party Anderson 


Chicago 4, Illinois 
July 9, 1954 


[Certificate of Mailing] 


EXHIBIT "G" 


DEPARTMENT OF COMMERCE 
UNITED STATES PATENT OFFICE 
WASHINGTON May 10, 1955 


Interference No. 85, 878 
Carson and Sampson 
V. : Petition 
Scinta 
v. 
Anderson 

Anderson petitions from the dismissal by the Examiner of Inter- 
ference of a motion by him for judgment against his opponents, Carson 
and Sampson and Scinta, "because of res adjudicata." 

Scinta requests that an oral hearing be granted on Anderson's 
petition. Oral hearings, however, ordinarily are not granted on peti- 
tions for the exercise of Supervisory authority, and no such hearing 


seems to be required on the present petition. 








30 
The Examiner of Interference took the position that Anderson's 


motion is, in effect, a motion to dissolve, and that, as such, it was 
belated. While some language of the motion is not free from ambiguity, 
the motion does purport to be a motion for judgment, it appears so to be 
construed in the memorandum filed by Scinta in opposition to the petition, 
and it can, in sufficient part, reasonably be so interpreted. Interference 
practice provides for motions for judgment on the ground of res judicata, 
for their consideration by the Board of Patent Interferences. Rusby v. 
Cross, 1914C.D. 64, affirmed, Cross v. Rusby, 1914 C.D. 212, 43 App. 
D.C. 341, and Anderson v. Shaw, 24 CCPA 951, 87 F.2d 903. That 
Board can decide Anderson's motion for judgment on the merits. That 
Board will determine when it will set this motion for hearing on the 
merits. 

The petition is granted to the extent that the motion of Anderson 
for judgment is referred to the Board of Patent Interferences for action 
not inconsistent with this opinion. 


/s/ Arthur W. Crocker 
Assistant Commissioner 


Spencer, Willits, Helwig & (for Carson and Sampson) 
Baillio * * * * 

Bean, Brooks, Buckley & Bean (for Scinta) 

xx 


* * 


Hill, Sherman, Meroni, (for Anderson) a4 
Gross & Simpson 
* me * * 


EXHIBIT "'H" 
Interference No. 86, 266 : May 11, 1955 
Anderson 
v, : Petition 
Scinta 


Anderson petitions from the dismissal by the Examiner of 
Interferences of a motion by him for judgment against his opponent, 


Scinta, "because of res adjudicata," 
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Scinta requests that an oral hearing be granted on Anderson's 
petition. Oral hearings, however, ordinarily are not granted on peti- 
tions for the exercise of supervisory authority, and no such hearing seems 
to be required on the present petition. 

The Examiner of Interferences took the position that Anderson's 
motion is, in effect, a motion to dissolve, and that, as such, it was 
belated. While some language of the motion is not free from ambiguity, 
the motion does purport to be a motion for judgment, it appears so to be 
construed in the memorandum filed by Scinta in opposition to the petition, 
and it can, in sufficient part, reasonably be so interpreted. Interference 
practice provides for motions for judgment on the ground of res judicata, 
and for their consideration by the Board of Patent Interferences. Rusby 
v. Cross, 1914 C.D. 64, affirmed, Cross v. Rusby, 1914 C.D. 212, 42 
App. D.C. 341, and Anderson v. Shaw, 24 CCPA 951, 87 F.2d 903. That 
Board can decide Anderson's motion for judgment on the merits. That 
Board will determine when it will set this motion for hearing on the 
merits. 

The petition is granted to the extent that the motion of Anderson 
for judgment is referred to the Board of Patent Interferences for action 
not inconsistent with this opinion. 


/s/ Arthur W. Crocker 
Assistant Commissioner 


Hill, Sherman, Meroni, Gross (for Anderson) 


& Simpson 
* * * 


Bean, Brooks, Buckley & Bean (for Scinta) 
* x, 


x 


[Mailed July 5, 1956] 
EXHIBIT "I" 
IN THE UNITED STATES PATENT OFFICE 


BEFORE THE BOARD OF PATENT INTERFERENCES 


PATENT INTERFERENCE NO. 85, 878 
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SCINTA V. ANDERSON 


In a decision rendered on May 10, 1955 and two decisions rendered 
on June 15,1956, respectively, First Assistant Commissioner Arthur 
W. Crocker granted the petition filed by Anderson on July 12, 1954 to the 
extent that the motion of Anderson for judgment was referred to the 
Board of Patent Interferences, denied the petition filed by Scinta on 
May 25, 1955, and dismissed the petition filed on May 31, 1955 by Carson 
etal., formerly a party hereto. 

The aforementioned decision of May 10, 1955 indicates that inter- 
ference practice provides for the consideration of motions on the ground 
of res judicata by the Board of Patent Interferences and further states as 
follows: 

That Board can decide Anderson's motion for judgment on the 

merits. That Board will determine when it will set this motion 

for hearing on the merits. 
In our opinion, the most appropriate time for considering Anderson's 
motion is in connection with the final hearing and, in accordance with 
this decision by the First Assistant Commissioner, consideration of the 
motion for judgment on the record filed by Anderson on May 24, 1954 is 





hereby deferred until final hearing. 

This case is being transmitted to the Primary Examiner for de- 
cision on the motions set for hearing before him at the hearing held on ” 
May 13, 1954. 

Proceedings are otherwise suspended. See Rule 236. 


A. Y. Casanova, Jr. J. Isaacs 
Examiner of Interferences Examiner of Interferences 


Warren H. Willner, 
Examiner of Interferences 


EXHIBIT "J" [Mailed July 5, 1956] 
Patent Interference No. 86, 266 


Anderson v. Scinta 


In decisions rendered by First Assistant Commissioner Arthur 
W. Crocker on May 11, 1955 and June 14, 1956, respectively, the petition 
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filed by Anderson on July 12, 1954 was granted to the extent that the 
motion of Anderson for judgment was referred to the Board of Patent 
Interferences and the petition filed by Scinta on May 25, 1955 was denied. 

The aforementioned decision of May 11, 1955 indicates that inter- 
ference practice provides for the consideration of motions on the ground 
of res judicata by the Board of Patent Interferences and further states as 
follows: 

That Board can decide Anderson's motion for judgment on the 

merits. That Board will determine when it will set this motion 

for hearing on the merits. 
In our opinion, the most appropriate time for considering Anderson's 
motion is in connection with the final hearing and, in accordance with this 
decision by the First Assistant Commissioner, consideration of the 
motion for judgment on the record filed by Anderson on June 18, 1954 is 
hereby deferred until final hearing. 

This case is being transmitted to the Primary Examiner for de- 
cision on the motions set for hearing before him at the hearing held on 
May 13, 1954. 


Proceedings are otherwise suspended. See Rule 236. 
A. Y. Casonova, Jr. Warren H. Willner 
Examiner of Interferences Examiner of Interferences 
J. Isaacs, Examiner of Interferences 


EXHIBIT "K" 
IN THE UNITED STATES PATENT OFFICE 
BEFORE THE BOARD OF PATENT INTERFERENCES 
+ 5 
ANTHONY C. SCINTA ) 
Vv. Interference No. 85,878 
JOHN W. ANDERSON ) 


PETITION FOR RECONSIDERATION 
OF THE 
BOARD OF PATENT INTERFERENCES' 
RULING OF JULY 5, 1956 


It is respectfully requested that the Board of Patent Interferences 
reconsider its ruling of July 5, 1956 stating that the Board would permit 
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the Primary Examiner to decide the motions that were heard on May 
13, 1954 and ruling that the party Anderson's motion for judgment on the 
record would not be heard until the final hearing. 

It is submitted that this ruling of the Board of Patent Inter- 
ferences is directly contrary to the Commissioner's decisions relied 
upon in Anderson's petition to the Commissioner. The decisions re- 
ferred to are Welch v. Aufiero, 1915 C.D,16, and Welch v. Aufiero, 
1915 C.D. 14. 

In Welch v. Aufiero, 1915 C.D. 16, the Commissioner said: 

"But in the present instance the Welch-Aufiero interference 

had been suspended for the avowed purpose of preventing the 

application of the doctrine of res adjudicata in aid of the assignee 

of the Aufiero application. This is clearly a matter of sub- 

Stantial right. If the entry of a judgment in favor of Aufiero 

against Welch involves the ultimate entry of a judgment in favor 

of the assignee of Aufiero against the assignee of McMurtry, 

it would not be a mere exercise of the discretion of the Office 

in administration of public business to suspend the entry of 

the judgment." 

In Welch v. Aufiero, 1915 C.D.14, a similar decision was 
rendered by the Commissioner. There the Commissioner ordered the 
interference, which had been dissolved, reinstated so that the question 
of judgment under the doctrine of res adjudicata could be adjudicated. 

In that case, the Commissioner said: 

"Apparently the dissolution of the interference was treated by 

the Primary Examiner as a mere formal substitution of one 

party for another party, without change of interest. Under the « 

doctrine of res adjudicata, however, the right of Aufiero to a 

judgment against Welch may be controlling as to the ultimate " 

disposition of the whole matter in controversy. 

"I think it clear that Aufiero has a right to a judgment against 

Welch as to count 4, as well as the other counts. Therefore 


the interference should be reinstated." 
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These were the very decisions on which the party Anderson's 
motion for judgment on the record and his petition to the Commissioner 
were predicated. The Commissioner granted the petition in the light of 
that showing. 

The Board of Patent Interferences, in its action of July 5, 1956 
stating that the Primary Examiner should first decide the motions to 
dissolve, directly contravenes the foregoing decisions and the present 
order of the Commissioner. The reason for this is obvious since even 
if the Primary Examiner did grant the motion to dissolve, the inter- 
ference would have to be reinstated so that the issue could be decided 
by way of judgment on the record instead of by dissolution. On the other 
hand, if the Board of Patent Interferences denied Anderson's motion to 
dissolve, it would place an undue and harsh burden on Anderson in having 
to present his priority proofs before he could have the issue of the 
motion for judgment on the record adjudicated at final hearing. 

This motion has been brought with a view of saving Anderson 
from the needless expense of submitting priority proofs in advance of 
final hearing as the issue raised by the motion for judgment on the record 
is res adjudicata. 

It is submitted that the very purpose of raising the issue of res 
adjudicata by motion for judgment on the record is to save the moving 
party needless expenses of proving up his case again on an issue that has 
already been adjudicated. Such an adjudication was rendered in previous 
Interference 83, 363 and the award of priority there was affirmed on 
appeal by the Court of Customs and Patent Appeals. 

The determination of Anderson's motion for judgment on the 
record at this time would enable the losing party to take the question on 
appeal directly up to the Court of Customs and Patent Appeals so that 
that Court could finally decide whether its previous decision was res 
adjudicata. 

It is, accordingly, requested that the Board of Patent Inter- 
ferences withdraw its ruling of July 5, 1956 and promptly set down for 


hearing Anderson's motion for judgment on the record. In the alternative, 
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the Board of Patent Interferences is requested to treat this petition as 
a petition to the Commissioner of Patents to exercise his supervisory 
authority and order compliance with the Commissioner's decision herein 
by the setting down for prompt and immediate hearing of the Party 
Anderson's motion for judgment on the record. 

More than several years has elapsed since the hearing on mo- 
tions and it is urged that under the circumstances prompt action should 
be given in connection with this matter. 

Respectfully submitted, 


HILL, SHERMAN, MERONI, GROSS & 
SIMPSON 


By /s/ Charles F. Meroni 
Attorneys for the Party Anderson 


Chicago 4, Illinois 
July 20, 1956 


[Certificate Of Service] 


EXHIBIT "L" 


IN THE UNITED STATES PATENT OFFICE 
BEFORE THE BOARD OF PATENT INTERFERENCES 


JOHN W. ANDERSON ) 
Vv. Interference No. 86, 266 
ANTHONY C. SCINTA ) 
PETITION FOR RECONSIDERATION 
OF THE 


BOARD OF PATENT INTERFERENCES' 
RULING OF JULY 5, 1956 


It is respectfully requested that the Board of Patent Interferences 
- reconsider its ruling of July 5, 1956 stating that the Board would permit 
the Primary Examiner to decide the motions that were heard on May 13, 
1954 and ruling that the party Anderson's motion for judgment on the 
record would not be heard until the final hearing. 

It is submitted that this ruling of the Board of Patent Inter- 
ferences is directly contrary to the Commissioner's decisions relied 


A 


a 


A 
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upon in Anderson's petition to the Commissioner. The decisions re- 
ferred to are Welch v. Aufiero, 1915 C.D.16, and Welch v. Aufiero, 
1915 C.D. 14. 

In Welch v. Aufiero, 1915 C.D. 16, the Commissioner said: 

"But in the present instance the Welch-Aufiero interference 

had been suspended for the avowed purpose of preventing the 

application of the doctrine of res adjudicata in aid of the assignee 
of the Aufiero application. This is clearly a matter of substan- 
tial right. If the entry of a judgment in favor of Aufiero against 

Welch involves the ultimate entry of a judgment in favor of the 

assignee of Aufiero against the assignee of McMurtry, it would 

not be a mere exercise of the discretion of the Office in ad- 
ministration of public business to suspend the entry of the 
judgment." 

In Welch v. Aufiero, 1915 C.D. 14, a similar decision was 
rendered by the Commissioner. There the Commissioner ordered the 
interference, which had been dissolved, reinstated so that the question 
of judgment under the doctrine of res adjudicata could be adjudicated. 
In that case, the Commissioner said: 

"Apparently the dissolution of the interference was treated by 

the Primary Examiner as a mere formal substitution of one 

party for another party, without change of interest. Under the 

doctrine of res adjudicata, however, the right of Aufiero to a 

judgment against Welch may be controlling as to the ultimate 

disposition of the whole matter in controversy. 

"I think it clear that Aufiero has a right to a judgment against 

Welch as to count 4, as well as the other counts. Therefore the 

interference should be reinstated." 

These were the very decisions on which the Party Anderson's 
motion for judgment on the record and his petition to the Commissioner 
were predicated. The Commissioner granted the petition in the light of 


that showing. 
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The Board of Patent Interferences, in its action of July 5, 1956 
stating that the Primary Examiner should first decide the motions to 
dissolve, directly contravenes the foregoing decisions and the present 
order of the Commissioner. The reason for this is obvious since even 
if the Primary Examiner did grant the motion to dissolve, the inter- 
ference would have to be reinstated so that the issue could be decided 
by way of judgment on the record instead of by dissolution. On the other 
hand, if the Board of Patent Interferences denied Anderson's motion to 
dissolve, it would place an undue and harsh burden on Anderson in hav- 
ing to present his priority proofs before he could have the issue of the 
motion for judgment on the record adjudicated at final hearing. 

| This motion has been brought with a view of saving Anderson 
from the needless expense of submitting priority proofs in advance of 
final hearing as the issue raised by the motion for judgment on the 
record is res adjudicata. 

It is submitted that the very purpose of raising the issue of res 
adjudicata by motion for judgment on the record is to save the moving 
party needless expenses of proving up his case again on an issue that has 
already been adjudicated. Such an adjudication was rendered in previous 
Interference 83, 363 and the award of priority there was affirmed on appeal 
by the Court of Customs and Patent Appeals. 

The determination of anderson's motion for judgment at this 
time would enable the losing party to take the question on appeal directly 
up to the Court of Customs and Patent Appeals so that that Court could 
finally decide whether its previous decision was res adjudicata. 

It is, accordingly, requested that the Board of Patent Inter- 
ferences withdraw its ruling of July 5, 1956 and promptly set down for 
hearing Anderson's motion for judgment on the record. In the alternative, 
the Board of Patent Interferences is requ sted to treat this petition as a 
petition to the Commissioner of Patents to exercise his supervisory 
authority and order compliance with the Commissioner's decision herein 
by the setting down for prompt and immediate hearing of the Party 
Anderson's motion for judgment on the record. 
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More than several years has elapsed since the hearing on 
motions and it is urged that under the circumstances prompt action 
should be given in connection with this matter. 
Respectfully submitted, 


HILL, SHERMAN, MERONI, GROSS & 
SIMPSON 


By /s/ Charles F. Meroni 
Attorneys for the Party Anderson 


Chicago 4, Llinois 
July 20, 1956 


[Certificate Of Service] 


EXHIBIT "M”" 
[Mailed Sept. 10, 1956] 
IN THE UNITED STATES PATENT OFFICE 


BEFORE THE BOARD OF PATENT INTERFERENCES 
Patent Interference No. 85, 878 


Scinta v. Anderson 


RECONSIDERATION 


On July 23, 1956, the party Anderson filed a petition for recon- 
sideration of our order of July 5, 1956 (Paper No. 91) deferring con- 
sideration of the motion for judgment on the record filed by Anderson 
on May 24, 1954 to final hearing. Anderson takes the position that said 
motion should be considered by the Board of Patent Interferences before 
final hearing and before the Primary Examiner renders his decision on 
the motions heard by him on May 13, 1954 and states that the action in 
said order deferring consideration of the motion "contravenes 
the present order of the Commissioner". 

It is considered clear from the portion of the decision of First 
Assistant Commissioner Arthur W. Crocker quoted in our order of 
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July 5, 1956 that the determination of the time for hearing the Anderson 
motion in question was expressly left to this Board and that the order 
in question constitutes a full compliance with the decision of the First 
Assistant Commissioner in this interference. 


In addition, the deferral of consideration of the Anderson motion 


to final hearing is in accord with the settled policy of the Patent Office 


to avoid piecemeal prosecution of interferences since the decision in 
connection with the final hearing can involve all matters on which appeal 
may be taken and the possibility of delay in the final disposition of this 
case as a result of a sequence of appeals on various phases of the con- 
troversy will thus be eliminated. In this connection, reference is made 
to Mead v. Abbott v. Gammeter v. Wilhemi, 1927 C.D. 74, 363 O.G., 
693, wherein the Commissioner held that the matter of whether a party 
was entitled to the benefit of an earlier filed application should not be 
considered prior to final hearing because such consideration would tend 
to result in piecemeal appeals. An example of the problems and compli- 
cations which may be created by piecemeal judgments is found in the 
case of De Ferranti v. Lindmark, involving seven published decisions, 
listed below, of which the decision numbered (6) outlines the previous 
history of the case: 

(1) 129 0.G. 1610, 1907 C. D. 203 

(2) 30 App. D.C. 417, 134 0. G. 515, 1908 C. D. 353 

(3) 32 App. D.C.6, 137 0. G. 733, 1908 C. D. 546 

(4) 137 0.G. 731, 1908 C. D. 234 


(5) 33 App. D.C. 597, 149 O. G. 310, 1909 C. D. 483 
(Moore v. United States, ex rel Lindmark) 


(6) 34 App. D.C. 445, 153 0.G. 1082, 1910 C.D, 355 

(7) 183 0.G. 782, 1912 C. D. 300 
Anderson States in his petition that determination of his motion for judg- 
ment at this time would enable the losing party to appeal directly to the 
Court of Customs and Patent Appeals on the question of res judicata 
raised in the motion but it is apparent that the ultimate holding on this 
question might be unfavorable to Anderson and the present case pro- 
longed in a manner similar to the De Ferranti v. Lindmark interference. 
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Although Anderson's petition for reconsideration has been con- 
sidered, the order of July 5, 1956 is deemed proper for the reasons set 
Ps forth above and is adhered to unchanged. 
. The second sentence of the penultimate paragraph on page 3 of 
= Anderson's petition refers to treatment of it as a petition to the Com- 
| missioner but the petition is not being referred to the Commissioner 
for such treatment because such a petition should be filed as a separate 
paper. See Rule 4(c). 
This case is again being transmitted to the Primary Examiner 


= for decision on the motions set for hearing before him at the hearing 
| held on May 13, 1954. 
> Proceedings are otherwise suspended. See Rule 236(c). 


BOARD OF PATENT INTERFERENCES 


A. Y. Casanova, Jr. 
Examiner of Interferences 


J. Isaacs 
Examiner of Interferences 


Warren H. Willner 
Examiner of Interferences 


[Mailed Sept. 10, 1956] EXHIBIT "N" 
IN THE UNITED STATES PATENT OFFICE 


° BEFORE THE BOARD OF PATENT INTERFERENCES 
Patent Interference No. 86, 266 


Anderson v. Scinta 


~ RECONSIDERATION 

‘i On July 23,1956, the party Anderson filed a petition for recon- 
sideration of our order of July 5, 1956 (Paper No. 39) deferring considera- 

. tion of the motion for judgment on the record filed by Anderson on June 


18, 1954 to final hearing. Anderson takes the position that said motion 
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should be considered by the Board of Patent Interferences before final 
hearing and before the Primary Examiner renders his decision on the 
motions heard by him on May 13, 1954 and states that the action in said 
order deferring consideration of the motion "contravenes 
present order of the Commissioner”. 

It is considered clear from the portion of the decision of First 
Assistant Commissioner Arthur W. Crocker quoted in our order of July 
5, 1956 that the determination of the time for hearing the Anderson 


motion in question was expressly left to this Board and that the order 


in question constitutes a full compliance with the decision of the First 
Assistant Commissioner in this interference. 

In addition, the deferral of consideration of the Anderson motion 
to final hearing is in accord with the settled policy of the Patent Office 
to avoid piecemeal prosecution of interferences since the decision in 
connection with the final hearing can involve all matters on which appeal 
may be taken and the possibility of delay in the final disposition of this 
case as a result of a sequence of appeals on various phases of the con- 
troversy will thus be eliminated. In this connection, reference is made 
to Mead v. Abbott v. Gammeter v. Wilhemi, 1927 C. D. 74. 363 O. G. 693, 
wherein the Commissioner held that the matter of whether a party was 
entitled to the benefit of an earlier filed application should not be con- 
sidered prior to final hearing because such consideration would tend to 
result in piecemeal appeals. An example of the problems and compli- 
cations which may be created by piecemeal judgments is found in the 
case of De Ferranti v. Lindmark, involving seven published decisions, 
listed below, of which the decision numbered (6) outlines the previous 
history of the case: 

(1) 129 0.G, 1610, 1907 C.D. 203 

(2) 30 App. D.C. 417, 1840.G. 515, 1908 C. D. 353 

(3) 32 App. D.C. 6, 1870.G, 733, 1908 C. D. 546 

(4) 1370.G. 731, 1908 C. D. 234 


(5) 33 App. D.C. 597, 149 O.G. 310, 1909 C. D. 483 
(Moore v. United States, ex rel Lindmark) 
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(6) 34 App. D.C. 445, 153 0. G. 1082, 1910 C. D. 355 

(7) 183 0.G. 782, 1912 C. D. 300 
Anderson states in his petition that determination of his motion for 
judgment at this time would enable the losing party to appeal directly 
to the Court of Custom and Patent Appeals on the question of res judicata 
raised in the motion but it is apparent that the ultimate holding on this 
question might be unfavorable to Anderson and the present case pro- 
longed in a manner Similar to the De Ferranti v. Lindmark interference. 

Although Anderson's petition for reconsideration has been con- 
sidered, the order of July 5, 1956 is deemed proper for the reasons set 
forth above and is adhered to unchanged. 

The second sentence of the penultimate paragraph on page 3 of 
Anderson's petition refers to treatment of it as a petition to the Com- 


missioner but the petition is not being referred to the Commissioner for 


such treatment because such a petition should be filed as a separate 


paper. See Rule 4(c). 

This case is again being transmitted to the Primary Examiner 
for decision on the motions set for hearing before him at the hearing 
held on May 13, 1954. 

Proceedings are otherwise suspended. See Rule 236(c). 


A. Y. Casanova, Jr. 
Examiner of Interferences 


J. Isaacs 
Examiner of Interferences 


Warren H. Willner 
Examiner of Interferences 


EXHIBIT ''O" 


ANTHONY C. SCINTA ) Interference No. 85, 878 


v. ) 
JOHN W. ANDERSON ) 
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PETITION TO THE COMMISSIONER UNDER 
RULE 181 TO EXERCISE HIS SUPERVISORY AUTHORITY 


Now comes the Party Anderson in the above-entitled inter- 











ference, pursuant to the provisions of Rule 181. and hereby petitions 








the Commissioner to exercise his supervisory authority and order the 
Board of Interference Examiners to set down for hearing Anderson's 
motion for judgment on the record because of res adjudicata in com- 
pliance with the Commissioner's previous decision herein of May 10, 
1955. 





Accompanying this Petition is a memorandum in support of the a 


same. 
Respectfully submitted, « 


HILL, SHERMAN, MERONI, GROSS & 
SIMPSON 


By /s/ Charles F. Meroni 
Attorneys for the Party Anderson a: 


Chicago 4, Illinois 
September 13, 1956 P 


[Certificate Of Service] 


Attached to Exhibit ''O" 


MEMORANDUM IN SUPPORT OF 
PETITION TO THE COMMISSIONER UNDER 
RULE 181 TO EXERCISE HIS SUPERVISORY AUTHORITY « 


On May 10,1955 the Commissioner granted the Party Anderson's 
petition herein in connection with the previous dismissal by the Board 
of Interference Examiners of Anderson's motion for judgment "because 
of res adjudicata" and stated "That Board can decide Anderson's motion 
for judgment on the merits. That Board will determine when it will set ‘ 
this motion for hearing on the merits." 

The Board, in its decision of July 5, 1956, contravenes the ° 
spirit and intent of the Commissioner's order by refusing to set down 
for hearing Anderson's motion prior to the final hearing in the inter- 
ference. The Party Anderson, on July 23,1956, filed a petition for 


reconsideration of the Board's decision and requested that an early 
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hearing date be set so that Anderson would not have to run the gamut of 
contesting this interference before a hearing was given on the motion. 
The very objective of the motion was to eliminate the delay and expense 
that would be involved in an expensive contest of the interference during 
its several stages before final hearing. 

The Board, on September 10, 1956, acted on Anderson's petition 
and adhered to its position that it would not set up a hearing on the 
motion until final hearing. 

The party Anderson, in its petition for reconsideration, also 
requested that in the alternative it be treated as a petition to the Com- 
missioner, but the Board indicated a separate petition would have to be 
filed for that purpose under Rule 4. The Petition being presently filed 
is pursuant to the comments of the Board of Interference Examiners. 

Now, it will be perceived that the Commissioner previously held 
that Anderson's motion for judgment because of res adjudicata was 
proper and in accordance with the following listed decisions: 

Rusby v. Cross, 1914C.D. 64, affirmed, Cross v. Rusby, 

1914 C.D. 212,42 App. D.C. 341 

Anderson v. Shaw, 24 CCPA 951, 87 F.2d 903. 

Further, Anderson based his motions on the practice of the 
Office as announced by the Commissioner in the cases of Welch v. Aufiero, 
1915 C.D. 16, and Welch v. Aufiero, 1915 C. D. 14. 

In Welch v. Aufiero, 1915 C.D.16, the Commissioner said: 

"But in the present instance the Welch-Aufiero interference 

had been suspended for the avowed purpose of preventing the 

application of the doctrine of res adjudicata in aid of the as- 

signee of the Aufiero application. This is clearly a matter of 
substantial right. If the entry of a judgment in favor of Aufiero 
against Welch involves the ultimate entry of a judgment in favor 
of the assignee of Aufiero against the assignee of McMurtry, it 
would not be a mere exercise of the discretion of the Office in 


administration of public business to suspend the entry of the 


judgment.” 
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In Welch v. Aufiero, 1915 C.D.14, a similar decision was ren- 
dered by the Commissioner. There the Commissioner ordered the inter- 
ference, which had been dissolved, reinstated so that the question of 
judgment under the doctrine of res adjudicata could be adjudicated. In 
that case, the Commissioner said: 

"Apparently the dissolution of the interference was treated by 

the Primary Examiner as a mere formal substitution of one 

party for another party, without change of interest. Under the 

doctrine of res adjudicata, however, the right of Aufiero toa 

judgment against Welch may be controlling as to the ultimate 

disposition of the whole matter in controversy. 

"I think it is clear that Aufiero has a right to a judgment 

against Welch as to count 4, as well as the other counts. 

Therefore the interference should be reinstated." 

| These were the very decisions on which the Party Anderson's 

motion for judgment on the record and his petition to the Commissioner 
were predicated. The Commissioner granted the petition in the light of 
that showing. 


It is not believed that the Commissioner intended to grant 


Anderson's request for a hearing on his motion for judgment on the 


record because of res adjudicata if such motion was to be merely tabled 
until final hearing. 
| Actually, the Board's decision refusing to consider this motion 
until final hearing defeats completely the entire purpose of the motion. 
The motion is directed to saving the parties the expense of having to 
contest priority issue so that the interference can be disposed of on the 
merits immediately after the motion is granted without further delay. 
The Commissioner will appreciate that the Party Anderson's 
motion is somewhat akin to a motion for Summary judgment in a suit 
because of res adjudicata. Obviously such a motion should be decided 
in advance of trial so that the parties can be saved the expense and delay 
of the trial. So too here, the motion of Anderson should be decided now 
without the necessity of the parties having to controvert the merits by the 
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submitting of evidence and a hearing or trial before the Board. 

It is earnestly believed that since Anderson ran the gamut of a 
previous interference, No. 83, 363, with the same party in which 
priority was decided in his favor both by the Patent Office and the Court 
of Customs and Patent Appeals, 193 F.2d 1020, 92 USPQ 276, he should 
not have to be put to that same expense again. Significantly, in that 
previous interference the party Scinta brought in his very application, 
Serial No. 636, 548, which is involved in this interference No. 85, 878, 
as part of his priority proofs, such application was specifically ruled 
on by the Interference Examiner and also by the Court of Customs and 
Patent Appeals. 

Pursuant to the victory of Anderson in the previous interference 
No. 83, 363, Anderson was ultimately granted, on May 6, 1953, his 
Patent No. 2, 596, 063, which fully discloses the issue of this interference. 
Certainly the present interference issue defines nothing that was not or 
could not have been fully adjudicated in the previous interference in 
accordance with the then existent motion practice under old Rule 109 
(Ex Parte Thomas, 95 USPQ 398, In Re Curtis, 1917 C. D. 142 and In Re 
Bronstein, 89 USPQ 66). 

The Board of Interference Examiners, is, therefore, ina 
position to decide at this time whether the decision in the previous 
interference, No. 83,363, is res adjudicata as to the present issue and 
whether, accordingly, Anderson is entitled to judgment on the record. 

A decision sustaining Anderson's motion would be dispositive of 
the present controversy without the needless expense of having to pro- 
ceed with the presently pending interlocutory matters, the taking of 
testimony, the briefing, the submission of a record and the final hearing. 

It is, accordingly, urged that the existent practice of the Office 
requires that the present motion of Anderson for judgment on the record 
because of res adjudicata be immediately heard. 

Respectfully submitted, 


HILL, SHERMAN, MERONI, GROSS & 
Chicago 4, Illinois SIMPSON 
September 13, 1956 By /s/ Charles F. Meroni 
[Certificate Of Service] Attorneys for the Party Anderson 
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EXHIBIT "P" 
JOHN W. ANDERSON ) 
v. ) Interference No. 86, 266 
ANTHONY C. SCINTA ) 


PETITION TO THE COMMISSIONER UNDER 
RULE 181 TO EXERCISE HIS SUPERVISORY AUTHORITY 


Now comes the Party Anderson in the above-entitled inter- 
ference, pursuant to the provisions of Rule 181, and hereby petitions 
the Commissioner to exercise his supervisory authority and order the 
Board of Interference Examiners to set down for hearing Anderson's 
motion for judgment on the record because of res adjudicata in com- 
pliance with the Commissioner's previous decision herein of May 11, 
1955. 


Accompanying this Petition is a memorandum in support of 


the same. 


Respectfully submitted, 


HILL, SHERMAN, MERONI, GROSS & 
SIMPSON 


Chicago 4, Illinois By /s/ Charles F. Meroni 
September 13, 1956 Attorneys for the Party Anderson 


[Certificate of Service] 


Attached to Exhibit ''P" 


MEMORANDUM IN SUPPORT OF 
PETITION TO THE COMMISSIONER UNDER 
RULE 181 TO EXERCISE HIS SUPERVISORY AUTHORITY 


On May 11, 1955 the Commissioner granted the Party Anderson's 
petition herein in connection with the previous dismissal by the Board of 
Interference Examiners of Anderson's motion for judgment "because of 
res adjudicata" and stated ''That Board can decide Anderson's motion 

‘for judgment on the merits. That Board will determine when it will set 


this motion for hearing on the merits." 
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The Board, in its decision of July 5, 1956, contravenes the 
spirit and intent of the Commissioner's order by refusing to set down 
for hearing Anderson's motion prior to the final hearing in the inter- 
ference. The Party Anderson, on July 23,1956, filed a petition for re- 
consideration of the Board's decision and requested that an early hear- 
ing date be set so that Anderson would not have to run the gamut of con- 
testing this interference before a hearing was given on the motion. The 
very objective of the motion was to eliminate the delay and expense that 
would be involved in an expensive contest of the interference during its 
several stages before final hearing. 

The Board, on September 10, 1956, acted on Anderson's petition 
and adhered to its position that it would not set up a hearing on the 
motion until final hearing. 

The Party Anderson, in its petition for reconsideration, also 
requested that in the alternative it be treated as a petition to the Com- 
missioner, but the Board indicated a separate petition would have to be 
filed for that purpose under Rule 4. The Petition being presently filed 
is pursuant to the comments of the Board of Interference Examiners. 

Now, it will be perceived that the Commissioner previously held 
that Anderson's motion for judgment because of res adjudicata was 
proper and in accordance with the following listed decisions: 

Rusby v. Cross, 1914 C.D. 64, affirmed, Cross v. Rusby, 1914 

C.D. 212, 42 App. D.C. 341 

Anderson v. Shaw, 24 CCPA 951, 87 F. 2d 903. 

Further, Anderson based his motions on the practice of the 
Office as announced by the Commissioner in the cases of Welch v. 
Aufiero, 1915 C.D. 16, and Welch v. Aufiero, 1915 C.D. 14. 

In Welch v. Aufiero, 1915 C.D.16, the Commissioner said: 

"But in the present instance the Welch-Aufiero interference 

had been suspended for the avowed purpose of preventing the 

application of the doctrine of res adjudicata in aid of the 

assignee of the Aufiero application. This is clearly a matter 

of substantial right. If the entry of a judgment in favor of 
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Aufero against Welch involves the ultimate entry of a judg- 

ment in favor of the assignee of Aufiero against the assignee 

of McMurtry, it would not be a mere exercise of the dis- 

cretion of the Office in administration of public business to 

suspend the entry of the judgment." 

In Welch v. Aufiero, 1915 C.D.14, a similar decision was ren- 
dered by the Cemmissioner. There the Commissioner ordered the inter- 
ference, which had been dissolved, reinstated so that the question of 
judgment under the doctrine of res adjudicata could be adjudicated. In 
that case, the Commissioner said: 

"Apparently the dissolution of the interference was treated by 

the Primary Examiner as a mere formal substitution of one 

party for another party, without change of interest. Under the 

doctrine of res adjudicata, however, the right of Aufiero to a 

judgment against Welch may be controlling as to the ultimate 

disposition of the whole matter in controversy. 

"I think it is clear that Aufiero has a right to a judgment 

against Welch as to count 4, as well as the other counts. There- 

fore the interference should be reinstated." 

These were the very decisions on which the Party Anderson's 
motion for judgment on the record and his petition to the Commissioner 
were predicated. The Commissioner granted the patition in the light of 
that showing. 

It is not believed that the Commissioner intended to grant 
Anderson's request for a hearing on his motion for judgment on the 
record because of res adjudicata if such motion was to be merely 
tabled until final hearing. 

Actually, the Board's decision refusing to consider this motion 
until final hearing defeats completely the entire purpose of the motion. 
The motion is directed to saving the parties the expense of having to 
contest priority issue so that the interference can be disposed of on the 


merits immediately after the motion is granted without further delay. 
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The Commissioner will appreciate that the Party Anderson's 


motion is somewhat akin to a motion for summary judgment in a suit 
because of res adjudicata. Obviously such a motion should be decided 


in advance of trial so that the parties can be saved the expense and de- 





lay of the trial. So too here, the motion of Anderson should be decided 
now without the necessity of the parties having to controvert the merits 
by the submitting of evidence and a hearing or trial before the Board. 

It is earnestly believed that since Anderson ran the gamut of a 
previous intereference, No. 83, 363, with the same party in which 
priority was decided in his favor both by the Patent Office and the Court 
of Customs and Patent Appeals, 193 F.2d1020, 92 USPQ 276, he should 
not have to be put to that same expense again. Significantly, in that 
previous interference the party Scinta brought in his very application, 
Serial No. 636, 548, which is involved in companion Interference No. 
85,878 as part of his priority proofs, such application was specifically 
ruled on by the Interference Examiner and also by the Court of Customs 
and Patent Appeals. 

Pursuant to the victory of Anderson in the previous interference, 
No. 83, 363, Anderson was ultimately granted, on May 6, 1953, his 
Patent No. 2, 596, 063, which fully discloses the issue of this interference. 
Certainly the present interference issue defines nothing that was not or 
could not have been fully adjudicated in the previous interference in accor- 
dance with the then existent motion practice under old Rule 109 (Ex 
Parte Thomas, 95 USPQ 398, In Re Curtis, 1917 C. D. 142 and In Re 
Bronstein, 89 USPQ 66). 

The Board of Interference Examiners is, therefore, in a position 
to decide at this time whether the decision in the previous interference 
No. 83, 363, is res adjudicata as to the present issue and whether, accor- 
dingly Anderson,is entitled to judgment on the record. 

A decision sustaining Anderson's motion would be dispositive of 
the present controversy without the needless expense of having to pro- 
ceed with the presently pending interlocutory matters, the taking of 


testimony, the briefing, the submission of a record and the final hearing. 
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It is, accordingly, urged that the existent practice of the Office 
requires that the present motion of Anderson for judgment on the record 
because of res adjudicata be immediately heard. 
Respectfully submitted, 


HILL, SHERMAN, MERONI, GROSS & 
SIMPSON 


By /s/ Charles F. Meroni 
Attorneys for the Party Anderson 


[Certificate of Service] 


EXHIBIT "Q" 


Interference No. 85, 878 : November 21, 1956 
Scinta ; 
y. . PETITION 
Anderson 


This interference again comes before me on a petition for the 
| exercise of supervisory authority. This time, Anderson petitions from 
the order of the Board of Patent Interferences, as adhered to upon re- 
consideration, transmitting the interference to the primary examiner 
for decision on motions under Rules 232 and 233 already heard by the 
latter, and deferring consideration of a motion by Anderson for judg- 
ment on the record until final hearing. 
The Board of Patent Interferences correctly so transmitted this 
interference. The preliminary questions of whether an interference 
properly exists, and, under the circumstances of this case (cf. Crane v. 
White, 1912 C.D. 242), what the issues should be, must be disposed of 
prior to any determination of priority. Blood v. Ross, 1910 C.D. 229. 
See Kindelmann et al. v. Morsbach et al., 25 CCPA 1344; 97 F. 2d796. 
In disposing of such questions, the primary examiner will, of course, 
consider how they have been restricted by the abandonment of the contest 


under Rule 262 by Carson and Sampson, a former party to this inter- 


ference, and the consequent dissolution of the interference as to them. 
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Deferment of consideration of Anderson's motion for judgment 
to final hearing was not out of order. Whether a motion for judgment 
should be set for hearing prior to or deferred until final hearing is 
largely within the discretion of the Examiner of Interferences and his 
ruling thereon will not be disturbed on petition unless manifestly in 
error. In the present case, the Examiner of Interferences in deferring 
consideration of the motion for judgment on the record until final hearing 
followed a long established practice announced in Petts v. Colman 162 
N. D. 955, March 19, 1938 and reaffirmed on numerous subsequent 
occasions, examples of which are Drew v. Van Cleef 56 U.S. P. Q. 478; 
Steinmayer v. Ramsey, 132 F.2d 1007, 1943 C. D. 213; Kelling v. Peltzer 
58 U.S. P. Q. 334; Winkelmann v. Calvert 154 F.2d 1012, 1946 C. D. 544; 
Smith v. Burd 72 U.S. P.Q. 371; Lykins v. Link 77 U.S. P.Q. 228. 

The petition is denied. 


/s/ Arthur W. Crocker 
First Assistant Commissioner 


Bean, Brooks, Buckley & Bean (for Scinta) 


* * * 


Hill, Sherman, Meroni, Gross & 





Simpson (for Anderson) 
* * * 
EXHIBIT "R" 
Interference No. 86, 266 November 21, 1956 
Anderson 
ie Petition 
Scinta 


This interference again comes before me on a petition for the 
exercise of supervisory authority. This time, Anderson petitions from 
the order of the Board of Patent Interferences, as adhered to upon re- 
consideration, transmitting the interference to the primary examiner 
for decision on motions under Rules 232 and 233 already heard by the 
latter, and deferring consideration of a motion by Anderson for judgment 


on the record until final hearing. 
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The Board of Patent Interferences correctly so transmitted this 
interference. The preliminary questions of whether an interference 


properly exists, and, under the circumstances of this case (cf. Crane v. 


White, 1912 C. D. 242), what the issues should be, must be disposed of 


prior to any determination of priority. Blood v. Ross, 1910 C.D. 229. 
See Kindelmann et al. v. Morsbach et al., 25 CCPA 1344; 97 F. 2d 796. 
In disposing of such questions, the primary examiner will, of course, 
consider how they have been restricted by the abandonment of the contest 
under Rule 262 by Carson and Sampson, a former party to this inter- 
ference, and the consequent dissolution of the interference as to them. 

Deferment of consideration of Anderson's motion for judgment 
to final hearing was not out of order. Whether a motion for judgment 
Should be set for hearing prior to or deferred until final hearing is 
largely within the discretion of the Examiner of Interferences and his 
ruling thereon will not be disturbed on petition unless manifestly in 
error. In the present case, the Examiner of Interferences in deferring 
consideration of the motion for judgment on the record until final hearing 
followed a long established practice announced in Petts v. Colman 162 N. 
D.955, March 19, 1938, and reaffirmed on numerous subsequent occasions, 
examples of which are Drew v. Van Cleef 56 U.S. P.Q. 478; Steinmayer 
v. Ramsey 132 F.2d 1007, 1943 C.D. 213; Kelling v. Peltzer 58 U.S. P.Q. 
334; Winkelmann v. Calvert 154 F.2d 1012, 1946 C. D. 544; Smith v. Hurd 
72 U.S. P.Q. 371; Lykins v. Link 77 U.S. P.Q. 228. 

The petition is denied. 


/s/ Arthur W. Crocker 
First Assistant Commissioner 


Hill, Sherman, Meroni, Gross & Simpson (for Anderson) 


* td 5s * 


Bean, Brooks, Buckley & Bean (For Scinta) 


* * * * 
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EXHIBIT "S" 


IN THE UNITED STATES PATENT OFFICE 
BEFORE THE BOARD OF PATENT INTERFERENCES 


ANTHONY C. SCINTA ) 
v. ) Interference No. 85, 878 
JOHN W. ANDERSON ) 


PETITION TO COMMISSIONER OF PATENTS 
FOR RECONSIDERATION OF HIS DECISION OF 
NOVEMBER 21, 1956 REFUSING TO SET DOWN 
FOR IMMEDIATE HEARING ANDERSON'S MOTION FOR 
JUDGMENT ON THE RECORD 


Now comes the party Anderson, by his undersigned attorneys of 


record, and moves that the Commissioner of Patents reconsider his 
decision of November 21, 1956 refusing to set down for prompt hearing 
Anderson's motion for judgment on the record. 

The present petition is based on the very recent decision of the 
Court of Customs and Patent Appeals dated May 4, 1957 entitled 
Vandenberg v. Reynolds, 113 USPQ 275. In that case the Court, among 
other things, held: 

"In the interest of orderly procedure and the conservation of 

judicial man hours, both here and in the Patent Office, it 

seems to us that any issue which may be determinative of the 

continuance or outcome of an interference should be decided 

by the tribunal having jurisdiction thereof when it is first 

properly raised and not postponed until after the consideration 

of the usually complex factual issues involved in the merits of 

priority disputes. In this case the issue which was left un- 

decided and deferred by the Assistant Commissioner has been 
elaborately briefed and argued, along with the strictly priority 
questions, both here and before the board, all to no avail for 

want of an initial decision." (Page 278) 

It is true that in the foregoing Vandenberg case the motion that 
was lodged was one to strike the Reynolds application, but fundamentally 
the situation is no different that is present here since if the motion had 


been granted before the priority issues had been presented, it would have 





56 
been dispositive of the interference. So too here, the granting of the 
motion for judgment on the record would be dispositive of the inter- 
ference without the parties being put to the great expense of contesting 
the priority question. 

In the Vandenberg case, the Court reversed the decision of the 
Board of Patent Interferences and remanded the case to the Patent 
Office to consider the motion to strike lodged by Vandenberg. 

Under the circumstances, it is submitted that the Vandenberg 
case is directly in point and the Commissioner should order Anderson's 
motion for judgment on the record set down for hearing in advance of any 
presentation of priority proofs so as to avoid needless expense and loss 
of time. 

Respectfully submitted, 


HILL, SHERMAN, MERONI, GROSS & 
SIMPSON 


Chicago 4, Ilinois By /s/ Charles F. Meroni 
June 6, 1957 Attorneys for the Party Anderson 


[Certificate Of Service ] 


EBARIBIT *T" 
JOHN W. ANDERSON ) 
v. ) Interference No. 86, 266 
ANTHONY C. SCINTA ) 


PETITION TO COMMISSIONER OF PATENTS 
FOR RECONSIDERATION OF HIS DECISION 

OF NOVEMBER 21, 1956 REFUSING TO SET 
DOWN FOR IMMEDIATE HEARING ANDERSON'S 
MOTION FOR JUDGMENT ON THE RECORD. 


Now comes the party Anderson, by his undersigned attorneys of 
record, with respect to the foregoing interference and Interference No. 
88, 638 involving a count previously involved in Interference No. 86, 266, 
and moves that the Commissioner of Patents reconsider his decision of 
November 21, 1956 refusing to set down for prompt hearing Anderson's 
motion for judgment on the record. 
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The present petition is based on the very recent decision of the 
Court of Customs and Patent Appeals dated May 4, 1957 entitled Vanden- 
berg v. Reynolds, 113 USPQ 275. In that case the Court, among other 
things, held: 

"In the interest of orderly procedure and the conservation of 

judicial man hours, both here and in the Patent Office, it 

seems to us that any issue which may be determinative of the 

continuance or outcome of an interference should be decided 

by the tribunal having jurisdiction thereof when it is first 

properly raised and not postponed until after the consideration 

of the usually complex factual issues involved in the merits of 

priority disputes. In this case the issue which was left un- 

decided and deferred by the Assistant Commissioner has been 
elaborately briefed and argued, along with the strictly priority 
questions, both here and before the board, all to no avail for 

want of an initial decision.'"' (Page 278) 

It is true that in the foregoing Vandenberg case the motion that 
was lodged was one to strike the Reynolds application, but fundamentally 
the situation is no different than is present here since if the motion had 
been granted before the priority issues had been presented, it would have 
been dispositive of the interference. So too here, the granting of the 
motion for judgment on the record would be dispositive of the inter- 
ference without the parties being put to the great expense of contesting 
the priority question. 

In the Vandenberg case, the Court reversed the decision of the 
Board of Patent Interferences and remanded the case to the Patent Office 
to consider the motion to strike lodged by Vandenberg. 

Under the circumstances, it is submitted that the Vandenberg 
case is directly in point and the Commissioner should order Anderson's 


motion for judgment on the record set down for hearing in advance of any 


presentation of priority proofs so as to avoid needless expense and loss 


of time. 
Respectfully submitted, 


HILL, SHERMAN, MERONI, GROSS & 
Chicago 4, Illinois SIMPSON 

June 6, 1957 By /s/ Charles F. Meroni 
[Certificate Of Service ] Attorneys for the Party Anderson 
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EXHIBIT "'U" 
[Stamped "Hill, Sherman, Meroni, Gross & Simpson 
Received Aug. 12, 1957* * *'"] 
=  F DEPARTMENT OF COMMERCE 
United States Patent Office 


Washington 
Interference No. 85,878 : August 9, 1957 
Scinta 


Vv. : Petition for Reconsideration 


Anderson 

Anderson petitions, belatedly, for reconsideration of that portion 
of my decision, dated November 21, 1956, denying Anderson's petition 
from the order of the Board of Patent Interferences, as adhered to 
upon reconsideration, deferring until final hearing consideration of a 
motion by Anderson for judgment on the record. 

The present petition is based on the very recent decision of the 
Court of Customs and Patent Appeals dated May 4, 1957 entitled Vanden- 
berg v. Reynolds, 44CCPA__, 113 USPQ 275. There the Court held 
that the Assistant Commissioner should not have reserved, for his 
ex parte consideration subsequent to determination of priority, a ques- 
tion which was not within the jurisdiction of the Board of Patent Inter- 
ferences and which, in view of the Board's subsequent findings, had to 
be determined before priority could properly be awarded. In the instant 
case the Board of Patent Interferences has jurisdiction of the motion for 
judgment. Consideration of the motion will be inter partes before the 
Board. Such consideration has been deferred only until, and not beyond, 
final hearing. Accordingly, on its facts and specific holdings, the 
Vandenberg decision is not considered relevant. 

The practice announced in Potts v. Colman, 162 Ms.D.955, (cited 


in the decision of November 21, 1956) is intended to avoid piecemeal 
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proceedings. In the words of the Vandenberg decision, that practice is 
considered to be in "the interest of orderly procedure and the conserva- 
tion of judicial man hours, both" in the courts "and in the Patent Office." 

To the extent that it has been expedient to consider the decision 

now relied upon, the petition though belated is granted, in order to 
distinguish the cases. As to making any changes in the decision of 
November 21, 1956, the petition is denied. 

SGD. ARTHUR W. CROCKER 

First Assistant Commissioner 


Bean, Brooks, Buckley & Bean (for Scinta) - 
1608 Liberty Bank Building 
Buffalo, New York 


Hill, Sherman, Meroni, Gross & Simpson (for Anderson) 
1414 Monadnock Building 

53 West Jackson Boulevard 

Chicago 4, Illinois 


[Stamped" * * * Date Served 8/9/57 * * * Rec'd. by Firm 8/12/57 
Doc. & Cal. 8/15/57 #486"] 
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EXHIBIT "V" 
[Stamped "Hill, Sherman, Meroni, Gross & Simpson 
Received Aug. 12, 1957 * * *"] 
[Stamped "* * * Date Served 8/9/57 * * * Rec'd. by Firm 8/12/57 
Doc. & Cal. 8/15/57 #486"] 


= = DEPARTMENT OF COMMERCE 
United States Patent Office 
Washington 
Interference No. 86, 266 : August 9, 1957 
Anderson 
Vv. : Petition for Reconsideration 
Scinta 


Anderson petitions, belatedly, for reconsideration of that portion 
of my decision, dated November 21, 1956, denying Anderson's petition 
from the order of the Board of Patent Interferences, as adhered to upon 
reconsideration, deferring until final hearing consideration of a motion 
by Anderson for judgment on the record. 

The petition is based on the very recent decision of the Court of 
Customs and Patent Appeals, dated May 4, 1957, entitled Vandenberg 
v. Reynolds,44CCPA _, 113 USPQ 275. There the Court held that 
the Assistant Commissioner should not have reserved, for his ex parte 
consideration subsequent to determination of priority, a question which 
was not within the jurisdiction of the Board of Patent Interferences 
and which, in view of the Board's subsequent findings, had to be deter- 
mined before priority could properly be awarded. In the instant case 
the Board of Patent Interferences has jurisdiction of the motion for 
judgment. Consideration of the motion will be inter partes before the 
Board. Such consideration has been deferred only until, and not beyond, 
final hearing. Accordingly, on its facts and specific holdings. the 
Vandenberg decision is not considered relevant. 

The practice announced in Potts v. Colman, 162 Ms.D.955, 
(cited in the decision of November 21, 1956) is intended to avoid 





4 
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piecemeal proceedings. In the words of the Vandenberg decision, that 
practice is considered to be in "the interest of orderly procedure and 
the conservation of judicial man hours, both" in the courts "and in the 
Patent Office. " 

To the extent that it has been expedient to consider the decision 
now relied upon, the petition though belated is granted, in order to 
distinguish the cases. As to making any changes in the decision of 
November 21, 1956, the petition is denied. 

SGD. ARTHUR W. CROCKER 

First Assistant Commissioner 
Hill, Sherman, Meroni, Gross & Simpson (for Anderson) 
1414 Monadnock Building 


53 West Jackson Boulevard 
Chicago 4, Illinois 


Bean, Brooks, Buckley & Bean (for Scinta) 
1608 Liberty Bank Building 
Buffalo 2, New York 


UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA 
| Filed October 9, 1957] 


JOHN W. ANDERSON and 
PRODUCTIVE INVENTIONS, INC., 
a corporation of Indiana, 


Plaintiffs, 
v. * Civil Action No. 2109-57 


ROBERT C. WATSON, 
Commissioner of Patents, 


Defendant. : 
MOTION TO DISMISS 
Now comes the defendant, Robert C. Watson, Commissioner of 
Patents, and moves that the complaint in the above entitled civil action 


be dismissed on the following grounds: 
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I. The Court lacks jurisdiction over the subject matter of the 
complaint; 
Il. The complaint fails to state a claim against defendant upon 
which relief can be granted. 
An oral hearing is requested. 
Respectfully submitted, 


/s/ C. W. Moore 

Solicitor, U.S. Patent Office, 

Attorney for Defendant 
October 8, 1957 


POINTS AND AUTHORITIES 

1. By their complaint in this case, Plaintiffs seek to control the 
actions of the Commissioner of Patents in his statutory duty, under 
35 U.S.C. 6, of superintendence with respect to the granting and issu- 
ing of Letters Patent of the United States and of the Board of Patent 
Interferences in its statutory duty, under 35 U.S.C. 135, of determining 
the question of priority of invention. Particularly, plaintiffs would have 
this Court intervene in the conduct of two patent interference proceed- 
ings in the Patent Office, during an intermediate stage of each, and by 
the issuance of a writ of mandamus compel the Commissioner and the 
Board of Patent Interferences to set for hearing, and the Board of Patent 
Interferences to decide, two motions for judgment by plaintiff, John W. 
Anderson, prior to the taking of testimony in the interferences. 

2. The statute (35 U.S.C. 6) confers on the Commissioner of 
Patents broad supervisory authority respecting the granting and issu- 
ing of patents, which he cannot abdicate or avoid. 

Kingsland v. Carter Carburetor Corp. , 

83 U.S. App. D.C. 266, 168 F. 2d 565 

3. The statute (35 U.S.C. 135) also confers on the Commissioner 
of Patents and the Board of Patent Interferences broad discretionary 
powers in the setting up and determination of interferences. Such dis- 


cretionary powers are not regulatable or controllable by the courts 
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by mandamus or injunction. 

U.S. ex rel, Dwiggins v. Ewing, 

43 App. D.C. 204; cert. denied, 238 U.S. 640. 

4. The rulings about which plaintiffs complain before this Court 
are merely interlocutory. If they are incorrect, plaintiffs have open to 
them an adequate remedy for their correction in the ordinary way, by 
an eventual appeal under 35 U.S.C. 141 to the United States Court of 
Customs and Patent Appeals, or alternatively, by a civil action under 
35 U.S.C., 146. The extraordinary remedy of mandamus or injunction, 
accordingly, is not available to plaintiffs. 

U.S. ex rel. Searl v. Robertson, Commissioner of Patents, 

57 App. D.C. 179, 18 F. 2d 829. 

U.S. ex rel. Dunkley Company v. Ewing, Commissioner of Patents, 

42 App. D.C. 176. 

Moore, Commissioner of Patents, v. U.S. ex rel. Chott, 

40 App. D.C. 591. 

Moore v. U.S. ex rel. Lindmark, 

33 App. D.C. 597. 

5. This Court has no power by mandamus or injunction to control 
the conduct of the Commissioner of Patents or the Board of Patent Inter- 
ferences in those matters which are entirely within their discretion. 


Ewing, Commissioner of Patents, v. U.S. ex rel. Fowler Car Co., 
244 U.S. 1. 


Goldberg v. Hoffman et al. (CCA-7) 

225 F. 2d 463. 

6. Mandamus is available only to protect vested legal rights and 
to enforce fixed legal duties. No such legal rights exists under the 
facts set forth in plaintiffs' complaint. Plaintiffs’ legal rights are 
limited to judicial review of the decisions of the Board of Patent Inter- 
ferences on the question of priority in accordance with the provisions of 
35 U.S.C. 141, and 35 U.S.C. 146. 

7. As clearly appears from the exhibits attached to and forming 
part of plaintiffs' complaint, there is a proper basis for all the rulings 
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complained of by plaintiffs, and there has been no abuse of discretion. 
Injunctive relief, therefore, is not in order. 
/s/ C. Moore 
Solicitor, U.S. Patent Office, 
Attorney for Defendant. 
October 8, 1957. 

I hereby certify that two copies of the foregoing Motion To Dis- ‘ 
miss with Points and Authorities were mailed today to the attorneys for 
plaintiffs, Smith, Michael & Gardiner, Woodward Building, Washing- 
ton, D. C. 

/s/ C. Moore 
Solicitor 


| Filed October 16, 1957] 

PLAINTIFFS' STATEMENT OF POINTS AND AUTHORITIES 

IN OPPOSITION TO DEFENDANT'S MOTION TO DISMISS 

Jurisdiction 

There is, of course, no question but what this Court has jurisdic- 
tion over mandamus proceedings involving the Commissioner of Patents 
as for example is clear from the following two cases in which mandamus " 
was granted: i 

United States ex rel. Steinmetz v. Allen, 

192 U.S. 543 


Coe, Commissioner of Patents, v. United States ex rel. Rem- 
ington Rand, Inc., 84 F. (2d) 240 


Points Leading Up To Present 
Mandamus Proceeding 
The party Anderson, during the interlocutory stage of the present 


interference proceedings in the Patent Office, filed Motions for Judg- 
ment on the Record under Rule 243 because of res adjudicata in view of 


Anderson having prevailed in an earlier interference No. 83,363 between 
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the parties which was finally adjudicated by the Court of Customs and 
Patent appeals (Scinta v. Anderson, 92 USPQ 276, 193 F. (2d) 1020) 
and following which Anderson was granted his Patent No. 2, 596,063. It 
will be perceived from the decision of the Court in that case that the 
party Scinta unsuccessfully relied upon his application Serial No. 
636, 548 which is one of the applications here in controversy. It is 
well established in interference practice, that a prevailing party in an 
interference is entitled to all subject matter which could have been ad- 
judicated in the interference: 

Ex Parte Thomas, 95 USPQ 398 

In Re Curtiss 1917 C.D. 142 

In Re Bronstein 89 USPQ 66 (C.C.P.A.) 

The purpose of this well established law is to preclude endless 
and continuing litigation in the Patent Office. 

The Examiner of Interferences refused to set down for hearing 
the party Anderson's Motions for Judgment on the Record, whereupon 
Anderson petitioned the Commissioner to exercise his supervisory 
authority and order such Motions to be heard. 

In such petitions, the party Anderson relied upon the law as estab- 
lished by the Commissioner of Patents in his own decision|s] in the cases 
of Welch v. Aufiero, 1915C.D. 14and 1915C.D. 16. The following 
pertinent portion of the decision in the 1915 C.D. 16 case was relied 
upon by Anderson in his petitions: 

"But in the present instance the Welch-Aufiero interference 

had been suspended for the avowed purpose of preventing the 

application of the doctrine of res adjudicata in aid of the as- 

signee of the Aufiero application. This is clearly a matter of 
substantial right. If the entry of a judgment in favor of Aufiero 
against Welch involves the ultimate entry of a judgment in favor 
of the assignee of Aufiero against the assignee of McMurtry, 

it would not be a mere exercise of the discretion of the Office 

in administration of public business to suspend the entry of the 


judgment." (Emphasis Ours) 
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As will be noted from the Commissioner's decisions of May 10, 


1955 and May 11, 1955, the Commissioner granted Anderson's petitions, 
leaving it to the Board of Patent Interferences to set the time for hearing 
on Anderson's Motions for Judgment on the Record. 

The Board of Interferences, in decisions dated July 5, 1956, re- 
fused to take up Anderson's Motions for Judgment on the Record before 
final hearing, or in other words, until after the parties had put in all 
of their priority proofs and evidence on the present interference issues. 

The party Anderson then unsuccessfully filed repeated petitions 
directed to obtaining a hearing on his Motions for Judgment on the Rec- 
ord in advance of final hearing. 

On May 4, 1957, the Court of Customs and Patent Appeals entered 
a decision in the case of Vandenberg v. Reynolds, 113 USPQ 275 wherein 
it stated the controlling law as to when a Motion for Judgment on the 
Record should be heard. In that case, the Court, among other things, 
ruled: 

"In the interest of orderly procedure and the conservation of 

judicial man hours, both here and in the Patent Office, it seems 

to us that any issue which may be determinative of the continu- 

ance or outcome of an interference should be decided by the 

tribunal having jurisdiction thereof when it is first properly 

raised and not postponed until after the consideration of the 

usually complex factual issues involved in the merits of prioity 

disputes. In this case the issue which was left undecided and 
deferred by the Assistant Commissioner has been elaborately 
briefed and argued, along with the strictly priority questions, 

both here and before the board, all to no avail for want of an initial 

decision. '' (Page 278) 

The party Anderson thereupon renewed his petitions to the Com- 
missioner based on this Vandenberg decision, which renewed petitions 
were likewise denied by the Commissioner of Patents in his decisions 
of August 9, 1957 following which the present proceeding was instituted. 
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Authorities 
The Commissioner is Bound by the Rules of Practice and Interpretations 
of the Same by the Court of Customs and Patent Appeals 


The Commissioner of Patents is required by Statute to perform 
all duties required by law with respect to the granting and issuing of 
patents (35 USCA 6, July 19, 1952, c. 950, Sec. 1, 66 Stat. 793). 

The Patent Office Rules of Practice have been promulgated pursuant to 
statutory law. 

It has also long been established that the Court of Customs and 
Patent Appeals is the controlling Court so far as the practice before the 
Patent Office is concerned. This has been repeatedly recognized by 
the Courts and by the Commissioner of Patents himself as for example is 
set forth in the case of The Coca-Cola Company v. Jacob Ries Bottling 
Works, Inc., 50 USPQ 639. 

Even where there is a conflict between decisions of Federal Courts 
and that of the Court of Customs and Patent Appeals, the practice of the 
latter Court is followed by the Patent Office (Ex parte Graham 49 USPQ 
34). 


New Question of Law Here in Issue 

None of the authorities cited in the Motion to Dismiss are in point 
and in every instance involve a factual situation different from what is 
here presented. 

Accordingly, it would appear that this is the first time that the 
question raised by this proceeding has come up for consideration by this 

The question that is presented is whether where the Commissioner 
of Patents rules that a Motion for Judgment on the Record is properly 
brought under Rule 243 (and in accordance with established practice of 


the Cosuelaiial of Patents announced in Welch v. Aufiero, 1915 C.D. 
16 and 14)/, The Commissioner of Patents can require that the party 


bringing the Motion first present all of his evidence and priority proofs 
as well as brief the case on the merits for final hearing. The effect of 
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such a requirement is to negative completely the underlying and basic 
reasons for a Motion for Judgment on the Record. 

The situation that is here presented is somewhat analogous to a 
court requiring a party to try completely his case on the evidence and 
on the merits before being entitled to a hearing on a Motion for Sum- 
mary Judgment or to Dismiss. 

It is true that the Commissioner has a wide range of discretion 
but under the authorities, he cannot exercise that discretion so as to 
contravene the very spirit and intent of the practice. This he has done 
in this instance by saying in substance "before I will hear Anderson on 
his Motions for Judgment on the Record, he must first present all of 


his evidence on the merits of the controversy." 


It is also well established in law that the Commissioner cannot 
legally make new rules effective, retroactively. In this respect atten- 
tion is directed to the case of Rauen v. Aiken, 74 F. (2d) 956. In that 
case, the party Rauen copied claims from a patent without doing anything 
more than that such as giving notice that he was copying them for pur- 
poses of interference. On Motions for Judgment on the Record by Aiken, 
the Patent Office entered judgment against Rauen on the ground that 
Rauen was estopped to contest the issue because he had not, in addition 
to copying the claims, pointed out that he was doing so for purposes of 
interference. The Commissioner thereafter passed a new rule or order 
requiring a party copying claims from a patent to give notice of such 
act. In a eat ay" situation the Presiding Judge Graham (at-pege +and} 
at page 960/: 

"We can appreciate that the work of the Patent Office would be 

much facilitated by requiring applicants who copy claims for 

purposes of interference, to give timely notice of the same to the 

Patent Office. However, this need seems not to have been 

recognized until the issuance of the Commissioner's order, here- 

tofore referred to, of September 28, 1930." 

Judge Len(de)root's special concurring opinion at page 960 is 
also of interest in the following respect: 
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"T point out the anomaly of the position of the Patent Office tri- 

bunals in holding that the question of estoppel was jurisdictional 

and nevertheless proceeding to an award of priority. If this was 
jurisdictional, the interference should have been dissolved, for 

it is elementary that when a court finds it has no jurisdiction of 

a case it may not proceed to a decision upon the merits. "(Em- 

phasis ours) 

The Commissioner here in effect is endeavoring to contravene the 
practice clearly announced in Vandenberg v. Reynolds, 113 USPQ 275 
as to Motions for Judgment on the Record by now making a new ruling 
that such Motions cannot be heard until final hearing. If it was his 
intention that such be the practice, he should have spelled it out in the 
Rules as required by Rauen v. Aiken (supra) rather than make his new 
ruling retroactively applicable to a party who has otherwise complied 
with the law in properly bringing his Motions for Judgment on the Record. 

The Commissioner has endeavored in his decisions of August 9, 
1957 to distinguish the present situation from that of the Vandenberg 
case on the ground that in that case the question involved ex parte con- 
sideration whereas in the instant case the question will ultimately be 
considered inter parties by the Examiner of Interferences. This dis- 
tinction is of no significance as it is more apparent than real. It is 
of no moment from the standpoint of the fundamental practice requiring 
the Patent Office to consider a Motion for Judgment on the Record before 
the parties are put into the expense of submitting their evidence on the 
merits of the controversy. 

Accordingly, it is submitted that the Motion to Dismiss should be 
denied as Plaintiffs are clearly entitled to the relief prayed in the Com- 
plaint. 

Respectfully submitted, 


/s/ Charles F. Meroni /s/ Smith, Michael & Gardiner 
William A. Smith, Jr. 


Hill, Sherman, Meroni, Gross 
Smith, Michael & Gardiner 
* *« * 


& Simpson 
x * * 
Attorneys for Plaintiff 
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October 16, 1957 
I hereby certify that two copies of the foregoing paper were 
Leven oday to the attorneys for defendant, C. W. Moore, Solicitor 


U.S. Patent Office, Washington, D. C. 
/s/ William A. Smith, Jr. 
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2 PROCEEDINGS 

THE DEPUTY CLERK: John W. Anderson vs. Robert C. Watson. 

MR. SMITH: May it please the Court, I appear before you in Civil 
Action No. 2109-57, the case of John W. Anderson vs. Robert C. Wat- 
son, Commissioner of Patents. 

Your Honor, I respectfully move the admission for the purpose of 

6 this case of Mr. Charles F. Meroni, of Chicago, Illinois, who would 

like to argue this case. 

THE COURT: Mr. Meroni, you may be admitted pro had vice. 

MR. MERONI: Thank you, Your Honor, very much. 

MR. SMITH: Thank you. 

THE COURT: You may proceed. 

ARGUMENT IN SUPPORT OF DEFENDANT'S MOTION 

TO DISMISS COMPLAINT 

MR. MOORE: If the Court please, this civil action comes before 
Your Honor on a motion to dismiss, brought by the Commissioner of 
Patents. The broad question presented by that motion is whether the 
plaintiff, as one of the parties to a two-party patent interference now 
pending in the Patent Office in an interlocutory stage, is entitled to have 
an order from the Court compelling the Commissioner of Patents to 
set for hearing and to decide a motion for judgment brought by the plain- 
tiff in the patent interference. 

3 Actually there are two interferences pending in the Patent Office, 
and actually this civil action is brought in the name of one of the parties 
as well as in the name of the assignee of that party, so I think it will 
tend to clarity to ignore for the purpose of argument the fact that there 
are two interferences and that the assignee is a party here. The pro- 
ceedings in the two interferences have been the same, and the plaintiffs 
here seek relief as a unit. 

The facts of the interference, as brought out in the complaint and 
the exhibits to the complaint, briefly are these: 

The plaintiff, as I suggested, brought a motion for judgment in 
the interference pending in the Patent Office. That motion was dismissed 
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by the Examiner of Interferences. Upon a petition to the Commissioner 
for the exercise of the Commissioner's supervisory authority the Com- 
missioner decided that that motion should be considered by the Board 
of Patent Interferences. But in his order the Commissioner specifically 
stated that the Board of Patent Interferences would determine when it 
would hear that motion for judgment. 

Following that order of the Commissioner the Board of Patent 


Interferences issued an order stating that the motion would be considered 


at the final hearing of the interference. It maintained that position upon 

a request for reconsideration brought by the plaintiff, and in the decision 
on the request for reconsideration the Board of Patent Interferences 

recited in detail its reasons for considering the matter at final hearing. 

Thereupon the plaintiff brought another petition to the Commissioner 
of Patents for the exercise of the Commissioner's supervisory authority. 
And upon his consideration of that the Commissioner of Patents held 
that the Board of Patent Interferences had acted properly, and he sus- 
tained the position of the Board of Patent Interferences. 

The decision of the Commissioner upon that second petition by 
plaintiff was the subject of a further request for reconsideration by the 
plaintiff. Upon the petition for reconsideration of his second decision 
the Commissioner adhered to his previous decision. 

THE COURT: Are they reproduced here in the file ? 

MR. MOORE: Yes, they are reproduced as exhibits in the file. 
Shall I refer to them specifically ? 

THE COURT: Are they attached to the motion? 

MR. MOORE: No, they are attached to the complaint. They are 
a part of the complaint. 

THE COURT: Very well. You may proceed. 

MR. MOORE. The Commissioner in his latest decision on the 
second petition by the plaintiff specifically referred to a decision of the 
Court of Customs and Patent Appeals, which is emphasized in the plain- 
tiff's opposition to the motion to dismiss. That is a decision entitled 

Vandenberg vs. Reynolds and was decided by the Court of Customs 
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and Patent Appeals on May 4, 1957, and the Commissioner indicated 
that nothing in that decision -- 

THE COURT: Very briefly, what was the point involved there ? 

MR. MOORE: The point involved was that the Commissioner of 
Patents should have decided a petition to strike an altered application 
from the file prior to a consideration of that matter by the Board of 
Patent Interferences. 

THE COURT: And what was the basis of the motion? 

MR. MOORE: The basis of the petition in the Vandenberg vs. 
Reynolds case -- 

THE COURT: No, I mean what was the basis of the application to 
the Commissioner of Patents in this case which forms the subject matter 
of this ? 

MR. MOORE: That the Commissioner should set down for hear- 
ing, or have the Board of Patent Interferences set down for hearing, 
which is the same thing, a motion for judgment brought by the plaintiff 
in the pending patent interference. 

THE COURT: And on what was that based? A motion for judg- 
ment ? 

MR. MOORE: That was based on an allegation of res judicata, 
that there had been a previous controversy between the parties to this 

pending interference and that the decision in the prior case de- 
cided by the Court of Customs and Patent Appeals produced a decision in 
favor of the plaintiff. 

THE COURT: And why did the Commissioner refuse to set it down 
for a hearing ? 

MR. MOORE: On the basis that setting it down would amount to 
piecemeal prosecution; that there might well be a reversal made on 


appeal; that that was only one aspect of the case and that that aspect of 


the case should await a final hearing. 

THE COURT: It was a discretionary matter, I take it. 

MR. MOORE: Definitely, and he pointed out in his decision a 
large number of prior cases where just that had been done. The Board 
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of Patent Interferences pointed out that in such circumstances there 
had been piecemeal prosecution, the case had been returned to the 
Patent Office, and the matter was just delayed in its final determina- 
tion. 

THE COURT: I didn't want to interrupt the flow of your argument, 
but I think I can follow your argument better if I know what is involved. 

MR. MOORE: Of course we realize that mandamus is available 
to protect a vested legal right or to enforce a legal duty, but here our 
view is that there was nothing more than the exercise of discretion by 

the Commissioner and by the Board of Patent Interferences, and 
that is not controllable by mandamus. 

We have cited cases, and I am sure the principle is well known to 
Your Honor and perhaps the decisions are well known to Your Honor -- 

THE COURT: Which is your best case? You cite a Supreme Court 
case in 244 U.S. and one in the Seventh Circuit in 244 U.S. 

MR. MOORE: I would say that 244 U.S. is the best case, and per- 
haps the next best is the Kingland v. Carter Carburetor Corporation, 

83 App. D.C. 266. 

THE COURT: If the Supreme Court case supports you I don't need 
the decision of the Court of Appeals in our own circuit. 

MR. MOORE: And definitely the Supreme Court held that where 
the Commissioner had exercised his discretion that that discretion 
would not be interfered with by mandamus. 

THE COURT: Very well. 

MR. MOORE: There is a further aspect of this case, and that is 
that the rulings of the Commissioner and of the Board of Patent Inter- 
ferences, about which the plaintiff complains, are subject to review 
either upon appeal to the Court of Customs and Patent Appeals or al- 
ternatively upon review under Section 146 by this Court or another court 
having jurisdiction of the subject matter and of the parties. 

So it is our suggestion that mandamus does not lie here to control 
the action of the Patent Office. 

THE COURT: Mr. Meroni. 
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ARGUMENT IN OPPOSITION TO DEFENDANT'S 
MOTION TO DISMISS 

MR. MERONI: If the Court please, the fundamental issue here is 
whether the plaintiff has been deprived of a substantive right, or whether 
the matter involved in the complaint involves merely the exercise of 
discretion by the Commissioner. We say that we have been deprived 
of a substantive right. 

Briefly the facts are that the parties were previously involved 
in litigation in the Patent Office. That was finally adjudicated and 
went to the Court of Customs and Patent Appeals and was adjudicated 
in favor of the party Anderson. The party Anderson brought motions 
for judgment on the record because of res judicata. 

The Commissioner has ruled that Anderson is entitled to a hearing 
on the motion. He did so on petition after the Examiner of Interferences 
had turned down the request for a hearing, in which in filing the peti- 
tions to the Commissioner the party Anderson relied upon some old 


decisions of the Commissioner -- they are referred to in our memoran- 


dum; they are in 1915 C.D., and there the situation was identical. 


In those cases motions for judgment on the record were brought. 
Motions to dissolve were brought. The Patent Office refused to take up 
the motions for judgment and took up the motions to dissolve first and 
dissolved the interference. Then the matter was brought to the atten- 
tion of the Commissioner. The Commissioner ruled, and we have quoted 
that on Page 2 of our memorandum that: 

"If the entry of a judgment in favor of Aufiero against Welch 
involves the ultimate entry of a judgment in favor of the assignee 

of Aufiero against the assignee of McMurtry, it would not be a 

mere exercise of the discretion of the office in administration of 

public business to suspend the entry of the judgment. " 

So the question that confronts Your Honor is, isthe matter of 
judgment on the record a matter of substantive right, or is it a matter 
of discretion with the Patent Office ? 

THE COURT: Let's assume it is a matter of substantive right, 
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I think it would be a matter of substantive right if you can establish 
res judicata. Isn't it a matter of discretion on the part of the Commis- 
sioner to decide whether to hear the motions now or after the trial is 
finished, and decide it in connection with the final determination of the 
case ? 

MR. MERONI: You have put your finger on the critical point, 

your Honor. 

THE COURT: SoI don't think you have to labor the matter. If 
you can show res judicata you are entitled to judgment. That is not the 
issue. The issue is, are you entitled to have the Commissioner hear 
now, or may not the Commissioner say to you, I will hear it after all 
the testimony is closed, just as I might say to lawyers who are trying 
a case before me, and the defense for example moves for a directed 
verdict at the close of the plaintiff's case, I might grant the motion 
and I might say I will defer that until the other side concludes its testi- 
mony. You may be entitled to a directed verdict but it doesn't mean 
that you are entitled to have me rule that minute. 

MR. MERONI: Yes, but there is the case of Vandenberg vs. 
Reynolds, which was just decided on May 13th, which is controlling. 

THE COURT: What is the citation? 

MR. MERONI: Vandenberg vs. Reynolds, 113 USPQ 275. 

THE COURT: Oh, no, that won't do me any good. What is the 
citation in the Federal Reporter ? 

MR. MERONI: It has not been reported. 

THE COURT: Oh, it is a recent case and has not been reported ? 

MR. MERONI: Yes. I have referred to it in my brief. 

THE COURT: Suppose you hand it to me if you have it. 

MR. MERONI: Yes, Your Honor. 

THE COURT: And suppose you state what it holds. 

MR. MERONI: Iam referring to Page 278, and the Court said: 

'In the interest of orderly procedure and the conservation 


of judicial man hours, both here and in the Patent Office, it seems 


to us that any issue which may be determinative of the continuance 
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or outcome of an interference should be decided by the tribunal 

having jurisdiction thereof when it is first properly raised and 

not postponed until after the consideration of the usually complex 

factual issues involved in the merits of priority disputes. In 

this case the issue which was left undecided and deferred by the 

Assistant Commissioner had been elaborately briefed and argued, 

along with the strictly priority questions, both here and before 

the Board, all to no avail for want of an initial decision. " 

THE COURT: What was the point involved? You know, taking a 
passage from an opinion, out of context, is not necessarily helpful 
unless we Know where it fits into the opinion for the point cited. 

MR. MERONI: In that case the Patent Office instead of taking up 

12 a motion for judgment on the record went ahead and decided the 
priority issues at final hearing. The Court held that was error. 

THE COURT: DolIcorrectly infer from your statement that this 
was an appeal from the final decision of the Patent Office. 

MR. MERONI: It was an appeal from the question of priority, as 
provided for in the statute. 

THE COURT: Was it an appeal from the final decision of the Patent 
Office in this case ? 

MR. MERONI: They took the appeal from the final decision. 

THE COURT: Here you are not doing that. You are seeking to 
review an interlocutory order before the proceeding in the Patent Of- 
fice is finished, which makes the situation different from the Vandenberg 
case. 

MR. MERONI: That is correct in that respect, Your Honor, but 
there is this to be said: The Court of Customs and Patent Appeals is 
not a court of original jurisdiction, as Your Honor knows, but it is the 
Patent Office court and its promulgations are the law of the Patent 
Office. 

THE COURT: No, dicta are not law. 

Iam going to refer to something that I often refer to when lawyers, 
as they frequently do, will take a passage out of an opinion, that supports 
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them, when the point decided in the case does not. 
John Marshall in Collins vs. Virginia gave a classic exposition 


of the point that an opinion of a court is law only for the point that it 


decided, and it must be read in the case with the facts involved and 
that any expressions beyond that are not binding. 

MR. MERONI: I agree with the Court there. 

THE COURT: Here the appeal was from a final decision of the 
Patent Office, and on that appeal of course the Court of Customs and 
Patent Appeals, or this Court if the action were under Section 4715, can 
review their interlocutory orders, and it may be that if you take an appeal 
you can assign as one of the errors of the Patent Office the Commis- 
sioner's failure to grant your judgment when you asked for it. But the 
question here is whether the review may be in a piecemeal fashion, 
just as when an appeal is taken in the Court of Appeals after a trial in 
the District Court, in any fashion. On that appeal all interlocutory 
orders prior to the trial may be reviewed, but no appeal may be taken 
from an interlocutory order before the final judgment. 

MR. MERONI: Let's take a hypothetical situation. Supposing in 
your court here we had a lawsuit pending and the parties had previously 
tried the same issue and it had been decided, and one of the parties came 
in and moved for dismissal. 

THE COURT: Suppose one of the parties moved for summary judg- 
ment and I denied it, that order would not be appealable. You would have 
to wait until final judgment, even though my ruling was erroneous. On 
final judgment you could raise the point. 

MR. MERONI: It still could be reviewed on mandamus. 

THE COURT: No; no, it may not be reviewed on mandamus. 

MR. MERONI: In our Situation I didn't rely on any dicta in the 
Vandenberg case. I am relying on the fact that the Court there said 
that on a motion for judgment on the record it felt the Patent Office must 
take it up first before any priority issue. 

THE COURT: That is dicta. 

MR. MERONI: We say it is the law. 
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THE COURT: Even if it were the law, this case does not hold 
that I can review an interlocutory order of the Patent Office by writ 
of mandamus. 

MR. MERONI: The Supreme Court has held you can do that in 
the case that I have cited on the very first page of my brief, United 
States ex rel. Steinmetz vs. Allen, 192 U.S. 543. 

THE COURT: What was the question involved in those cases ? 

MR. MERONI: Those cases involved a review of determination 

15 of the matters of the motions, whether or not they should be con- 
sidered by the Patent Office. 

THE COURT: Tell me specifically what was involved. 

MR. MERONI: I don't have the decision before me, and I merely 
cited it as holding for the proposition that this Court can. 

THE COURT: I expect counsel when they rely on cases to be able 
to tell me what the case precisely holds. 

MR. MERONI: Specifically it was -- 

THE COURT: What was the appeal from, and what was the point 
involved? 

MR. MERONI: I don't have the volume here. 

THE COURT: Well, I will send for 192 U.S. and the other case 
in 84 F.2d. What circuit was that in? 

MR. MERONI: That was in the District here. 

THE COURT: In this circuit? 

MR. MERONI: Yes, sir. 

THE COURT: Very well. You may proceed. 

MR. MERONI: Our position, Your Honor, is that this Court does 
have power to review on mandamus, and the Commissioner doesn't take 
issue with that. The Commissioner on page 4 of its motion says: 

"Mandamus is available only to protect vested legal rights 
and to enforce fixed legal duties. " 
16 We say we have a vested legal right here, that we are entitled 
to a hearing on our motion for judgment on the record before we are 


put to the expense of putting in our proof on priority, and that is a vested 
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legal right. That if it was the intention of the Commissioner to hold 


otherwise he should have incorporated it in his rules. He has not done 


so, and under the authority of Vandenberg vs. Reynolds, plus these 


our motion is good or not before we go to the expense of a further hear- 


ing on the priority proofs, and that is our position. 


two additional cases, Welch vs. Auferio, which I quoted, we say that 
that vested right has been violated by the Commissioner; that it isn't 
a matter of discretion any longer. We are entitled to know whether 


a ee” ee ee ee ee | 


THE COURT: Do you wish to say anything in reply ? 


MR. MOORE: If the Court please, the Commissioner considered 








the decision of the Court of Customs and Patent Appeals in his order of 
August 9, 1957. That is reported as Exhibit U attached to the complaint. 
The passage in which the Commissioner analyzes Vandenberg vs. 


Reynolds case is very brief, and if I may I would like to read it to Your 


Honor. It said: 
"There the Court held that the Assistant Commissioner 
should not have reserved, for his ex parte consideration subse- 


Ly 


quent to determination of priority, a question which was not within 
the jurisdiction of the Board of Patent Interferences and which, in 
view of the Board's subsequent findings, had to be determined 


before priority could properly be awarded. In the instant case 


the Board of Patent Interferences has jurisdiction of the motion 


for judgment. 
THE COURT: 
MR. MOORE: 
THE COURT: 
MR. MOORE: 


? 


t 


What are you reading from? 

From Exhibit ''U", attached to the complaint. 
Yes, and what is that? 

That is the decision of the First Assistant Com- 


missioner of Patents dated August 9, 1957, disposing of this reference 


to Vandenberg vs. Reynolds. 
THE COURT: Very well. 
MR. MOORE: The Commissioner said: 
"Consideration of the motion will be inter partes before 


the Board. Such consideration has been deferred only until, and 
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not beyond, final hearing. Accordingly, on its facts and specific 

holdings, the Vandenberg decision is not considered relevant. " 

There emphatically was not in the Vandenberg vs. Reynolds case 
any motion for judgment on the record, or otherwise. What was before 
the Commissioner in the Vandenberg vs. Reynolds case was, as I 
stated before, a petition to strike the Reynolds application from the 
files of the Patent Office because it allegedly had been altered after 

18 having been sworn to by the inventor. The Commissioner de- 
ferred consideration of the petition to strike until after the final de- 
termination of the interference. The Court of Customs and Patent 
Appeals said that was wrong because the Board of Patent Interferences 
in its consideration of the proofs would need to consider that application, 
and that there should have been consideration of the matter of striking 
the application prior to decision by the Board of Patent Interferences, 
so that the Board of Patent Interferences would have been in position to 
pass upon whether the Reynolds application was, in the terms of the art, 
a constructive reduction of practice. Your Honor understands an appli- 
cation can be a constructive reduction of practice as opposed to an actual ° 
reduction of practice, so that there is no relevancy in the Vandenberg 
vs. Reynolds case because it was a matter there for consideration 
by the Assistant Commissioner, in the first instance; it was not a 
motion for judgment, and the matter considered was a petition to strike 
an application from the files, a matter exclusively in the jurisdiction 
of the Commissioner of Patents in the first instance. 

Now, there is no motion in patent interferences similar toa 
motion for summary judgment, such as is set forth in the Federal 
Rules of Civil Procedure. Perhaps one reason for that is that there 
are strictly speaking no pleadings in patent interferences. A motion 

19 for judgment on the record here furthermore does not partake 
of the character of the motion for summary judgment since it brings 
forth only one aspect of the case and that is the matter of res judicata. 

As far as these decisions of the Supreme Court and of the Court 
of Appeals for this Circuit, cited on the first page of plaintiff's 
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Opposition, are concerned, they are definitely not in point. 

Steinmetz vs. Allen had to do with a rule of the Patent Office which 
removed all discretion from the Commissioner. It suggested that the 
Examiner would always have to require division between apparatus and 
process; that there was no room left for discretion, and it was on the 
basis that the Commissioner had removed all exercise of discretion that 
the Supreme Court granted mandamus in that Steinmetz vs. Allen case. 


= 

Coe vs. United States ex rel. Remington Rand had to do with the 

| 

action of the Commissioner in derogation, the Court of Appeals of this : 
Circuit said, of the statute. The statute required the Commissioner 


( 
P 
to reexamine an application. He refused to reexamine an application in | 
the Coe vs. Remington Rand case, and the Court held that he had vio- | 
lated a statutory duty and therefore did grant mandamus. 











I have a quotation from the last sentence, I believe, of that case. 

It reads this way: 
20. "The duty of the Commissioner in the" 
| THE COURT: Yes, I see it here. Very well. 

Mr. Meroni, how are you prejudiced by the ruling of the Commis- 
sioner? You still have your rights to judgment if you are entitled to it 
at the close of the proceedings, are you not? 

MR. MERONI: We are prejudiced, Your Honor, in this regard, in 
that we will have to resubmit our priority proofs and evidence and go 
to trial again on the same evidence that was adjudicated before and went 
to the Court of Customs and Patent Appeals, and that will mean the 
printing of a record and the taking of a vast amount of testimony and 
going through the same gamut that we did before. 

THE COURT: But you don't lose your right to judgment if you are 
entitled to it. Your right to secure it is postponed until the end of the 
hearing, is that correct ? 

MR. MERONI: That is correct. Your Honor asked me about the 
two cases, and I couldn't find them at the time, but I have my notes in 
the Steinmetz case that said: 

"Mandamus is the proper remedy where the Commissioner 
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of Patents has refused to require the Primary Examiner to 

forward an appeal, "’ 
and they held that that was a substantive right. 

In the other case, which was in the District of Columbia, the 
Commissioner of Patents appealed from an order of the Supreme Court 

21 granting appellant's petition for a writ of mandamus, directing 
the Commissioner to enter and consider a certain amendment filed 
September 20, 1934. In that case the Court said: 
"We think that the Commissioner of Patents exceeded his 
authority in refusing to direct the entry of the amendment. " 

We say that the Commissioner exceeded his authority in our case, 
in view of the practice he has announced in his own decision, that judg- 
ment on the record must be first taken up before any other matter in 
an interference. 

THE COURT: By the way, I might say that writs of mandamus 
have been abolished but the court still can grant a judgment of the kind 
that would be awarded by the old writ of mandamus. 

MR. MERONI: I believe you are right on that, Your Honot. 
Thank you. 

22 RULING BY THE COURT 

THE COURT: (Holtzoff, J.) This is an action against the Com- 
missioner of Patents for a judgment in the nature of a mandamus to 
require the Commissioner to grant a motion for judgment in a pending 
interference proceeding, the motion being based on a claim of res 
judicata. The Commissioner has declined to act on the motion but de- 
ferred the disposition of the matter until the final determination of the 
interference proceeding. Thus, the action is in effect an attempt to 
review an interlocutory order of the Commissioner of Patents while 
the proceeding before him is still pending. 

The Court is of the opinion that it has no authority to grant the 
relief prayed for. The question whether the motion for judgment 


should be passed upon when made during the pendency of the proceedings, 


or deferred until its final conclusion, is a matter of discretion with 
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the Commissioner, which may not be reviewed by the courts. If final 
disposition of the proceedings results unfavorably to the plaintiff, the 
plaintiff will still have a right to review the question either by an appeal 
from the final decision of the Patent Office to the Court of Customs and 
Patent Appeals, or by an action de novo in this court. 

The cases on which the plaintiffs rely, U. S. ex rel. Steinmetz 

vs. Allen, 192 U.S. 543 and Coe vs. United States, 84 F. 2d 240, 
do not support his contention, because in each of those cases the order 


sought to be reviewed by an action for relief in the nature of mandamus 


‘was in effect a final order of the Patent Office. Here the order is inter- 


locutory, and the procedure in the Patent Office is still pending. For 
these reasons the motion to dismiss the complaint is granted. 


(Thereupon at 10:40 o'clock a.m. the hearing was concluded. ) 


[Filed November 7, 1957] 
ORDER 

This case came on to be heard at this term on Motion to Dismiss 
filed by the defendant, Robert C. Watson, Commissioner of Patents, 
and upon consideration thereof, itis this _ day of November, 1957 

ORDERED that the said motion be and it is hereby granted and 
that the complaint be and it is hereby dismissed. 

/s/ ALEXANDER HOLTZOFF 
Judge 

APPROVED AS TO FORM: 
/s/ William A. Smith, Jr. , Attorney for Plaintiffs 
November 6, 1957 

I hereby certify that two copies of this ORDER were today handed 
to W.A. Smith, Jr., of the firm of Smith, Michael & Gardiner, Wood- 
ward Building, Washington, D.C., attorneys of record for plaintiffs. 


/s/ C. W. Moore 
Solicitor, U.S. Patent Office 
Attorney for Defendant 
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[ Filed November 25, 1957] 
: NOTICE OF APPEAL, UNDER RULE 73, TO 
THE UNITED STATES COURT OF APPEALS 
FOR THE DISTRICT OF COLUMBIA 
; Notice is hereby given that John W. Anderson and Productive Inven- 
is tions, Inc., (a corporation of Indiana), the Plaintiffs above-named, hereby 
appeal to the United States Court of Appeals for the District of Columbia 
from the order dismissing the Complaint herein entered in this action 
* on the 7th day of November, 1957. 


/s/ William A. Smith, Jr. 
Smith, Michael & Gardiner 


Smith, Michael & Gardiner 
Woodward Building 

15th and H Streets, N. W. 
Washington 5, D. C. 


/s/ Charles F. Meroni 


Hill, Sherman, Meroni, Gross 
& Simpson 

1414 Monadnock Building 

53 West Jackson Boulevard 

Chicago 4, Dlinois 


Attorneys for Appellants, 
John W. Anderson and Produc- 
tive Inventions, Inc. 


Date: 
11/25/57 
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STATEMENT OF QUESTIONS PRESENTED. 


1. The question is whether Appellants were deprived 
of a substantive right by the refusal of the Commissioner 
of Patents to set down for hearing, before Final Inter- 
ference Hearing, the jurisdictional issue of estoppel raised 
by Anderson's Motions for Judgment on the Record in 
accordance with Patent Office practice. 


2. Another question is whether Motions for Judgment 
on the Record because of res adjudicata by virtue of 
estoppel, raise a ground for an award of priority which 
is entitled by law to hearing ahead of Final Hearing so 
that the parties may, after decision on such questions of 
priority, pursue either of the remedies afforded by See- 
tions 141 and 146 of 35 U.S. C. A. 


3. A further question is whether in order to qualify 
under the law to a hearing on Motions for Judgment on 
the Record because of estoppel, a party must (notwith- 
standing the contrary practice announced in Vandenberg 
v. Reynolds, 242 F. 2d 761) first go to the expense and 
delay of submitting his priority proofs, record, and briefs 
in an actual contest of the merits of the interference 
issue before such Motions can be considered. 
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JURISDICTIONAL STATEMENT. 


The present proceeding involves a Complaint in the 
nature of a Petition for Writ of Mandamus for which 
authority is found in 28 U. S. C. A. Section 1651 (a) and 
in United States ex rel. Steinmetz v. Allen, 192 U. S. 543 
and Coe, Commissioner of Patents v. United States ex rel. 
Remington Rand, Inc., 64 App. D. C. 387; 84 F. 2d 240, 
decided by the United States Court of Appeals for the 
District of Columbia on April 27, 1936. 
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The Complaint herein (Jt. App. p. 5) sets forth the 
sections upon which jurisdiction is based and having to 
do with the Commissioner's refusal to set down for hearing 
Appellants’ otherwise properly brought Motions for Judg- 
ment on the Record, as preseribed by law, instead of 
deferring consideration of same until final hearing in the 
Patent Office Interferences. 


Appended and included in the back of this Brief as 
Appellants’ Additional Appendix is a copy of an unpub- 
lished decision of the Examiner of Interferences dated 
August 22, 1932 in the case of Rauen v. Aiken which is the 
basis of the decision of the Court of Customs and Patent 
Appeals entitled Rauen v. Aiken reported at 74 F. 2d 956. 


The Motions for Judgment, because of estoppel herein 
involved, have been brought under Patent Office Rule 243, 
and there is no question about their propriety; the only 
question involved is whether they should be set down for 
prompt hearing or deferred for consideration until final 
hearing. The appended decision in ease of Rauen v. Aiken 
(Appellants’ Additional App.) makes it clear that it is 
the practice of the Patent Office to consider Motions for 
Judgment on the Record because of estoppel in advance 
of final hearing, since such motions involve ‘‘a ground for 
an award of priority’’. 





STATEMENT OF CASE. 





The subject matter of this controversy arose from pro- 
ceedings in the United States Patent Office. The party 
John W. Anderson had filed applications for United States 
patent directed to windshield wiper assemblies. 3 


During the pendency of such applications, the Commis- 
sioner of Patents discovered that other applications de- 
scribing the same or substantially the same invention had 
been filed by others, including an applicant named Scinta. 
Since the Commissioner can issue only one patent for one 
invention, he thereupon instituted ‘‘interference’’ pro- 
ceedings whose sole function is to determine the priority 
of inventorship between the interfering applications. This 
type of Patent Office proceeding is very analogous to a 
Court proceeding in that a motion period is provided, 
testimony is taken, and a final hearing is held, in the 
sequence named. 


During the proceedings in the Patent Office, the Bot: 
missioner declared a total of three interferences between 
the parties, these being identified as Interferences Nos. 
83,363, 85,878 and 86,266. 


The Appellant or party Anderson, during the wrotibr 
period of the interference proceedings filed Motions for 
Judgment on the Record (Jt. App. pp. 6-16) under Patent 
Office Rule 243 because of res adjudicata by estoppel in 
view of Anderson having prevailed in an earlier Inter- 
ference No. 83,363 between the parties which was finally 
adjudicated in Anderson’s favor by the Court of Customs 
and Patent Appeals (Scinta v. Anderson, 92 U. S. P. Q. 
276, 193 F. 2d 1020) and following which Anderson was 
granted a patent No. 2,596,063. 
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It will be perceived from the decision of the Court in 
the foregoing case that the party Scinta there unsuccess- 
fully relied on his application Serial No. 636,548 which is 
one of the applications involved in these interference pro- 
ceedings. In the Motions for Judgment here in issue, it 
is urged that the party Scinta is estopped, under the doc- 
trine of In re Bronstein, 187 F. 2d 637, 89 U.S. P. Q. 66, 
from contesting any such matter or invention that should 
have been adjudicated in previous Interference No. 83,363. 


The Examiner of Interferences, in decisions dated June 
28, 1954 (Jt. App. pp. 17-20), refused to set down for 
hearing the party Anderson’s Motions for Judgement on 
the Record, whereupon Anderson petitioned the Com- 
missioner to exercise his supervisory authority and order 
such Motions to be heard. 

In such petitions (Jt. App. pp. 20-29), the party Ander- 
son relied upon the law as established by the Commis- 
sioner of Patents in his own decisions in the eases of 
Welch v. Aufiero, 1915 C. D. 14 and 1915 C. D. 16. The 
following pertinent portion of the decision in the 1915 C. 
D. 16 case was relied upon by Anderson in his petitions: 

‘‘But in the present instance the Welch-Auficro in- 
terference had been suspended for the avowed pur- 
pose of preventing the application of the doctrine 
of res adjudicata in aid of the assignee of the Aufiero 
application. This is clearly a matter of substantial 
right. If the entry of a judgment in favor of Aufiero 
against Welch involves the ultimate entry of a judg- 
ment in favor of the assignee of Aufiero against the 
assignee of McMurtry, zt would not be a mere exercise 
of the discretion of the office in administration of 
public business to suspend the entry of the judgment.’’ 
(Emphasis ours.) 


As will be noted from the Commissioner’s decisions 
of May 10, 1955 and May 11, 1955 (Jt. App. pp. 29-31) the 
Commissioner granted Anderson’s petitions, leaving it 














5 


to the Board of Patent Interferences to set the time for 
hearing on Anderson’s Motions for Judgment on the 
Record. ! 


The Board of Interferences, in decisions dated July 5, 
1956 (Jt. App. pp. 31-33) refused to take up Anderson’s 
Motions for Judgment on the Record before final hear- 
ing, or in other words, until after the parties had put in 
all of their priority proofs and evidence on the present 
interference issues. ) 


The party Anderson then unsucessfully filed repeated 
petitions (Jt. App. pp. 33-54) directed to obtaining a hear- 
ing on his Motions for Judgment on the Record in advance 
of final hearing. 


On May 4, 1957, the Court of Customs and Patent Ap 
peals entered a decision in the case of Vandenberg v. 
Reynolds, 242 F. 2d 761; 113 U. S. P. Q. 275 wherein it 
stated the controlling law as to when a Motion for Judg- 
ment on the Record should be heard. In that case, the 
Court, among other things, ruled: 


‘‘In the interest of orderly procedure and the con- 
servation of judicial man hours, both here and in the 
Patent Office, it seems to us that any issue which may 
be determinative of the continuance or outcome of an 
interference should be decided by the tribunal hav- 
ing jurisdiction thereof when it is first properly raised 
and not postponed until after the consideration of the 
usually complex factual issues involved in the merits 
of priority disputes. 

In this case the issue which was left undecided ad 
deferred by the Assistant Commissioner has been 
elaborately briefed and argued, along with the strictly 
priority questions, both here and before the board, 
all to no avail for want of an initial decision.’’ 


The party Anderson thereupon renewed his neieetdine 
to the Commissioner based on this Vandenberg decision, 
which renewed petitions (Pt. App. pp. 55-57) were likewise 
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denied by the Commissioner of Patents in his decisions 
of August 9, 1957 (Jt. App. pp. 98-61), following which 
the present proceeding was instituted. 

Your petitioners then filed a complaint, or in the al- 
ternative, a petition for writ of mandamus in the Federal 
Court for this District. (Jt. App. pp. 1-61.) The Com- 
missioner, or Appellee here, thereupon filed a Motion to 
Dismiss on October 8, 1957 (Jt. App. pp. 61-64), contend- 
ing in substance that the Court had no jurisdiction, that 
the complaint failed to state a claim upon which relief 
could be granted because the ruling of the Commissioner in- 
volved his supervisory authority under 35 U. S. C. 6 in 
an interlocutory matter, and that the Court had no power 
to issue a mandamus or injunction to control the conduct 
of the Commissioner. The District Court, on November 
6, 1957, held a hearing which is reported on pages 70-84 of 
the Joint Appendix, and in that hearing Judge Holtzoff 
dictated his ruling. (Jt. App. pp. 83-84.) 

It will be perceived from the Court’s ruling that it, in 
substance, held with the Commissioner by ruling that it 
had no authority to grant the relief prayed for because the 
action of the Commissioner was an interlocutory one and 
did not involve a final order. Accordingly, judgment was 
entered dismissing the complaint; (Jt. App. p. 8+) and 
from which this appeal has been lodged. (Jt. App. p. 85.) 


STATUTES AND RULES INVOLVED. 


28 U.S. C. A., Section 1651. Writs. 


(a) The Supreme Court and all courts established by 
Act of Congress may issue all writs necessary or appro- 
priate in aid of their respective jurisdictions and agreeable 
to the usages and principles of law. June 25, 1948, ¢. 646, 
52 Stat. 944, amended May 24, 1949, ¢. 139, § 90, 63 Stat. 102. 


35 U.S. C. A., Section 6. Duties of Commissioner. 


The Commissioner, under the direction of the Secretary 
of Commerce, shall superintend or perform all duties ‘re- 
quired by law respecting the granting and issuing of 
patents and the registration of trademarks; and he shall 
have charge of property belonging to the Patent Office. 
He may, subject to the approval of the Secretary of Com- 
merece, establish regulations, not inconsistent with law, 
for the conduct of proceedings in the Patent Office. July 
19, 1952, e. 950, § 1, 66 Stat. 793. (Emphasis ours.) , 


35 U.S. C. A., Section 141. Appeal to Court of Customs 
and Patent Appeals. 


An applicant dissatisfied with the decision of the Board 
of Appeals may appeal to the United States Court of Cus- 
toms and Patent Appeals, thereby waiving his right to 
proceed under Section 145 of this title. A party to an inter- 
ference dissatisfied with the decision of the Board of Patent 
Interferences on the question of priority may appeal to 
the United States Court of Customs and Patent Appeals, 
but such appeal shall be dismissed if any adverse party 
to such interference, within twenty days after the appellant 
has filed notice of appeal according to Section 142 of this 
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title, files notice with the Commissioner that he elects to 
have all further proceedings conducted as provided in 
Section 146 of this title. Thereupon the appellant shall 
have thirty days thereafter within which to file a civil 
action under Section 146, in default of which the decision 
appealed from shall govern the further proceedings in 
the case. July 19, 1952, ¢. 950, § 1, 66 Stat. 802. (Emphasis 
ours.) 


35 U.S. C. A., Section 146. Civil Action in Case of Inter- 
ference. 


Any party to an interference dissatisfied with the deci- 
sion of the Board of Patent Interferences on the question 
of priority, may have remedy by civil action, if commenced 
Within such time after such decision, not less than sixty 
days, as the Commissioner appoints or as provided in 
Section 141 of this title, unless he has appealed to the 
United States Court of Customs and Patent Appeals, and 
such appeal is pending or has been decided. In such suits 
the record in the Patent Office shall be admitted on motion 
of either party upon the terms and conditions as to costs, 
expenses, and the further cross-examination of the wit- 
nesses as the Court imposes, without prejudice to the right 
of the parties to take further testimony. The testimony 
and exhibits of the record in the Patent Office when ad- 
mitted shall have the same effect as if originally taken 
and produced in the suit. 


Such suit may be instituted against the party in interest 
as shown by the records of the Patent Office at the time 
of the decision complained of, but any party in interest 
may hecome a party to the action. If there be adverse 
parties residing in a plurality of districts not embraced 
within the same State, or an adverse party residing in a 
foreign country, the United States District Court for the 
District of Columbia shall have jurisdiction and may issue 
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summons against the adverse parties directed to the Mar- 
shal of any district in which any adverse party resides. 
Summons against adverse parties residing in foreign coun- 
tries may be served by publication or otherwise as the 
Court directs. The Commissioner shall not be a necessary 
party but he shall be notified of the filing of the suit: by 
the Clerk of the Court in which it is filed and shall have 
the right to intervene. Judgment of the Court in favor of 
the right of an applicant to a patent shall authorize the 
Commissioner to issue such patent on the filing in the 
Patent Office of a certified copy of the Judgment and on 
compliance with the requirements of law. July 19, 1952, 
e. 950, $ 1, 66 Stat. 803. (Emphasis ours.) : 


PATENT OFFICE RULES OF PRACTICE. 


(Title 37, Part 1, Code of Federal Regulations.) 


Rule 243. Motions Before the Examiners of Interferences. 


Motions of a character other than specified in Rules 232 
to 236 will be determined by an Examiner of Interferences 
or the Board of Patent Interferences, as may be deemed 


appropriate. 








STATEMENT OF POINTS. 





1. The District Court, in its Dismissal of the Complaint 
on a ruling that no mandamus relief can be granted be- 
cause the Office order involved was interlocutory and not 
a final one, contravened the practice promulgated by this 
Court of Appeals in Coe v. U. S. ex rel. Remington Rand, 
Inc., 64 App. D. C. 387; 84 F. 2d 240. 


2. The Patent Office, in deferring consideration until 
final hearing of the jurisdictional issue of estoppel raised 
by Appellants’ Motions, contravenes the spirit and intent 
of the law in Vandenberg v. Reynolds, 242 F. 2d 761. 


3. The Commissioner of Patents, in deferring consid- 
eration of Appellants’ otherwise properly brought Motions 
for Judgment on the Reeord (in accordance with the 
established practice of the Office announced in the un- 
reported Rauen v. Aiken decision (Appellant’s Additional 
App.) until final hearing, deprived Appellants of a sub- 
stantive right to proceed under either of Sections R. S. 
141 and 146 as was done in Rauen v. Aiken, T4 F. 2d 956). 


SUMMARY OF ARGUMENT. 


First, the lower Court erred in assuming it had no au- 
thority or power under the law announced by this Court 
of Appeals in Coe v. United States ex rel. Remington Rand, 
Inc., 64 App. D. C. 387; 84 F. 2d 240 to grant the prayed 
for mandamus as to the Commissioner on the erroneous 
assumption that such relief could only be given when the 
action of the Commissioner was a final or appealable order 
of the Patent Office. : 


Secondly, the lower Court erred in its decision, as the 
Plaintiffs had been deprived of a substantive right to have 
the jurisdictional issue of estoppel determined by’ the 
Patent Office in advance of final deposition of the inter- 
ferences in accordance with the practice of the Office in the 
appended decision of Rauen v. Aiken (Appellants’ Addi- 
tional App.) and as promulgated by the Court of Customs 
and Patent Appeals in Vandenberg v. Reynolds, 242 F. 2d 
761. | 





ARGUMENT. 


At the outset, it is, of course, clear that under 28 U. S. 
C. A. Section 1651, the Federal Courts are granted by law 
the authority to issue writs, such as mandamus, in accord- 
ance with principles of law. 

Further, under the following two noted decisions, the 
Federal Courts, pursuant to statutory Jaw, have issued 
writs of mandamus against the Commissioner of Patents. 


United States ex rel, Steinmetz v. Allen, 192 U.S. 
543. 

Coe, Commissioner of Patents, v. United States 
ex rel. Remington Rand, Inc., 64 App. D. C. 
387, 84 F. 2d 240. 


It is also clear that under 35 U.S. C. A. Seetion 6, the 
Commissioner of Patents is granted broad discretionary 
authority, ‘‘not inconsistent with law for the conduct of 
proceedings in the Patent Office’’. This does not mean, 
however, that the Commissioner can deprive a party of 
substantive rights accorded by law or that he ean arbi- 
trarily pursue inconsistent practices in his eenduet of the 
proceedings in the Patent Office. 

Rule 243 of the Patent Office Rules of Practice, promul- 
gated by the Commissioner of Patents under his powers, 
provides for motions, such as Motions for Judgment on 
the Record, in Patent Office interferences. 


There was no question raised below as to the propriety 
or timeliness of the party Anderson’s Motions. Indeed, 
the Commissioner of Patents himself on petition ruled, in 
decisions dated May 10, 1955 and May 11, 1955 (Jt. App. 
pp. 29-31) that Anderson’s Motions were such that they 
were entitled to hearing, but left the setting of the time for 
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hearing to the discretion of the Board of Interference 
Examiners. 


The Examiner of Interferences deferred (Jt. App. pp. 31- 
33) consideration of these Motions until final hearing: and 
notwithstanding repeated petitions for reconsideration of 
such rulings, the Patent Office consistently refused to take 
up such Motions for hearing in advance of final hearing. 


The effect of the foregoing ruling meant that the parties 
would have to contest fully the merits of the interferences, 
by submitting priority proofs in the character of testimony 
and exhibits, as well as printed records and briefs on the 
merits of all of the priority issues, before Anderson could 
be heard on his Motions. ) 


The position taken by the Office was distinctly arbitrary 
and contrary to its established practice announced at a 
very early date as set forth in the decisions of Welch v. 
Aufiero 1915 C. D. 14 and 16; and as is also evident from 
the decision of the Interference Examiner in the Rauen v. 
Aitken interference. (Appellants’ Additional App.) |The 
first two paragraphs of such unreported decision dated 
October 22, 1932, are distinctly pertinent and are nents 
quoted herein below. 


‘‘The party Aiken, who is under an order to show 
cause, has filed a motion to dissolve on the ground that 
Rauen is estopped to contest priority because of his 
delay in seeking an interference with the Aiken patent. 
Since such estoppel, if it exists, 7s a ground for an 
award of priority the motion will be construed as 
being for judgment rather than dissolution. 


Rauen contends that Aiken’s motion should be dis- 
missed as not being timely, but in view of the ruling 
in Sundstrand v. Gubelmann, 355 O. G. 1079, 1925 C. D. 
235, that the question as to estoppel due to delay in 
seeking an interference with a patent is a jurisdic- 
tional one which may be raised at any time, this: con- 
tention cannot be sustained.’’ (Emphasis ours ): 
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In the foregoing Rauen interference, the Motion for 
Judgment was taken up immediately and was not deferred 
until final hearing. Also, following the decision in the 
Rauen ease, an appeal was taken to the Court of Customs 
and Patent Appeals and the decision was rendered there 
at 74 F. 2d 956. 

Since the Rauen v. Aiken decision (Appellants* Addi- 
tional App.) it is clear that the Patent Office from as early 
as August 22, 1932 considered that a Motion in an inter- 
ference raising a question of estoppel should be construed 
as being for judgment, as the question of estoppel ‘‘is a 
jurisdictional one which may be raised at any time’’. 


In fact, for its authority, the Patent Office in the Rauen 
decision relied upon the decision of this very Court in 
Sundstrand v. Gubelmann, 55 App. D. C. 200; 4 F. 2d 166. 
In that case, Justice Robb, in referring to estoppel, ruled 
‘‘that this jurisdictional question may be raised at any 
time’’. (Page 167 of 4 F. 2d.) 

If this established practice means anything, it means 
that a party to an interference can raise such a question 
of estoppel by Motion for Judgment on the Record before 
contest of and final hearing on the interference. The very 
purpose of raising a jurisdictional issue at the onset of 
a controversy is to preclude the necessity of the parties’ 
having first to go to the great expense of offering all of 
their evidence—as was so aptly stated by the Court of 
Customs and Patent Appeals on May 4, 1957 in its decision 
in the aforesaid Vandenberg case. 


The rulings of the Court of Customs and Patent Appeals 
are, of course, the law of the Patent Office as that Court 
is the appellate tribunal that reviews the proceedings of 
the Patent Office and has heen so recognized by the Patent 
Office in Ea parte Graham, 49 U.S. P. Q. 34. 


Now, Judge Holtzoff, in dismissing the complaint herein, 
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did so on the erroneous assumption that the District Court 
had no authority to review the action herein of the Com- 
missioner because that action was an interlocutory order. 
It was his position in the ruling he dictated in open court, 
(Jt. App. pp. 83-84) that the party Anderson would have to 
await final disposition of the interference proceedings and 
then proceed by way of appeal to the Court of Customs 
and Patent Appeals (under Section 141) or by an action 
de novo (under Section 146). The Court adopted the 
position that the decisions in United States er rel, Stein- 
metz v. Allen, 192 U. S. 543 and in Coe v. United States 
ex rel. Remington Rand, Inc., 64 App. D. C. 387; 84 F. 2d 
240, did not support the contentions of the Plaintiffs- 
Appellants here. 


While it is true that neither of the aforesaid Sucisione 
involved Motions for Judgment on the Record, they likewise 
did not involve appealable final orders. In the Steinmetz 
ease, the Supreme Court indicated that mandamus was the 
proper remedy where the Commissioner of Patents refused 
to require the primary Examiner to forward an appeal: In 
the Remington Rand case, decided by this Court of Appeals, 
mandamus was held to be the proper remedy to compel the 
Commissioner to order the Examiner to enter and consider 
an amendment to a patent application. , 


This Court, in the aforesaid Remington Rand case ei, 
at page 242 of the Federal Reporter, Second Series: 


‘‘It is quite apparent that, if the ground for a second 
rejection to be denied, the applicant is deprived of any 
right of appeal. The action of the Commissioner in 
refusing to direct the entry of the amendment operated 
to stop all further proceedings in the Patent Office. It 
did not amount to a rejection of the application, from 
which appeal might be taken to the proper court, but 
blocked by this method the right of appeal to the Board 
of Appeals from a second rejection by the Primary 
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Examiner, so that petitioner was deprived of any right 
of appeal whatever for the determination of his rights. 
In this view of the case, we think that the Commis- 
sioner of Patents exceeded his authority in refusing to 
direct the entry of the amendment and the further con- 
sideration of the case by the Primary Examiner.”’ 


‘*The duty of the Commissioner in the premises is a 
clear statutory requirement, and the performance of 
that duty is a plain, ministerial act, which cannot be 
avoided by any claim of discretionary power on his 
part.’’ 


From the above quotation, it is quite evident that the 
action of the Commissioner involved in the mandamus was 
not a final or appealable one. Actually, the Court held that 
the applicant had been deprived of his right of appeal under 
the statute which now corresponds to 35 U. S. C. A. See- 
tion 141. 


Here, since, according to the appended decision in Rauen 
v. Aiken, the question of estoppel raised by the Motion in- 
volves a ground for an award of priority the parties to the 
interference were deprived of being able to take advantage 
of Section 141 or Section 146 (35 U. S. C..A.). Seetion 141 
provides ‘‘A party to an interference dissatisfied with the 
decision of the Board of Patent Interferences on the ques- 
tion of priority may appeal to the United States Court of 
Customs and Patent Appeals.’’ Section 146 provides an 
alternative remedy, in reciting ‘‘Any party to an interfer- 
ence dissatisfied with the decision of the Board of Patent 
Interferences on the question of priority, may have remedy 
by civil action.’’ (Emphasis ours.) 


It will be perceived that in the aforesaid Rauen v. Aiken 
interference, wherein it was held that a Motion involving 
estoppel raises a ‘‘ground for award of priority’’ an appeal 
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was taken by Rauen directly to the Court of Custom and 
Patent Appeals, even though the interference had not pro- 
gressed through the testimony stage and to final hearing. 
(See Rauen v. Aiken, 74 F. 2d 956.) . 

Here, under the practice of the Patent Office announced 
in its decision in the Welch v. Aufiero cases and the Rauen 
v. Aiken interference (supra) as well as in the practice 
announced in the Vandenberg case, it was the duty of the 
Commissioner of Patents to set down for hearing Ander- 
son’s Motions for Judgment on the Record. Particularly 
SO, since, as pointed out by the Office itself in the Rauen v. 
Aiken decision (Appellants’ Additional App.) the issue of 
estoppel raised by Motion involves a jurisdictional issue 
under the practice promulgated by this very Court in its 
decision in Sundstrand v. Gubelmann (supra). 

It should also be noted that Judge Holtzoff in the hearing 
below (Jt. App., p. 78) said that the decision of the Court 
of Customs and Patent Appeals in Vandenberg v. Reynolds 
(supra) was mere ‘‘dicta’’. It is urged that the lower tri- 
bunal was distinctly in error in that respect as the Court 
of Customs and Patent Appeals is the designated appellate 
tribunal for the Patent Office and even though it has no 
original jurisdiction, its promulgations are still the law of 
the Patent Office. : 

Accordingly, the Patent Office, in deferring consideration 
of Appellants’ Motions for Judgment on the Record until 
final hearing, acted contrary to its own practice and the 
law promulgated by the Court of Customs and Patent Ap- 
peals and by this very Court. The Commissioner's a¢tion 
was thus arbitrary and deprived the Appellants of substan- 
tive rights accorded them by law. | 

The District Court was therefore in error in not granting 
the relief prayed for under the authority of this Court in 
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the case of Coe v. United States ex rel. Remington Rand, 
Inc., 64 App. D. C. 387; 84 F. 2d 240. 


Hr, SHerMan, Meroni, Gross & Stmpson, 
1414 Monadnock Block, 
53 West Jackson Blvd., 
Chicago 4, Illinois, 
Attorneys for Plaintiff s-A ppellants. 


SmituH, MicHaEL aND GARDINER, 
922 Woodward Building, 
Washington 5, D. C., 
Local Counsel for Plaintiff s- 
Appellants. 
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APPELLANTS’ ADDITIONAL APPENDIX. 


DEPARTMENT OF COMMERCE 
Unitep States Patent OFFICE 
Washington 


Interference No. 63,316 
Rauen v. Aiken. : 
Mailed Aug. 22, 1932. : 


The party Aiken, who is under an order to show cause, 
has filed a motion to dissolve on the ground that Rauen is 
estopped to contest priority because of his delay in seeking 
an interference with the Aiken patent. Since such estoppel, 
if it exists, is a ground for an award of priority the motion 
will be construed as being for judgment rather than disso- 
lution. | 


Rauen contends that Aiken’s motion should be dismissed 
as not being timely, but in view of the ruling in Sundstrand 
v. Gubelmann, 355 O. G. 1079, 1925 C. D. 235, that; the 
question as to estoppel due to delay in seeking an inter- 
ference with a patent is a jurisdictional one which may be 
raised at any time, this contention cannot be sustained. 


The facts on which the alleged estoppel is based are as 
follows: Aiken’s patent, containing the claims in issue, was 
granted September 7, 1926, at which time Rauen had pend- 
ing an application disclosing but not claiming the subject 
matter claimed by Aiken. Eight months later, on May 9, 
1927, Rauen filed the application here involved which appli- 
cation, as filed, contained the claims in issue. This ‘fact 
shows, beyond question, that Rauen and his attorney had 
actual knowledge of Aiken’s patent on that date and it may 
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also be noted that Rauen has now filed a letter showing that 
both he and his attorney knew of the patent within two 
weeks after it issued. Nevertheless, Rauen made no move 
to inform the Office that he had copied Aiken’s claims and 
did not request the declaration of the present interference 
until February 17, 1930, three vears and five months after 
the issuance of the patent. During the interim, the case 
was prosecuted in the usual manner and, as late as January, 
1929, Rauen requested that his case, containing the claims 
in issue, be allowed, thus clearly indicating that he did not 
desire an interference. 


The practice of inserting patent claims in an application 
without indicating their source was vigorously condemned 
by the Commissioner in a notice of February 28, 1930, and 
published in 392 O. G. 239. It was there stated that parties 
pursuing this course 

‘‘may be deemed to be seeking, obviously improperly, 
to obtain a claim or claims to which the applicant is 
not entitled under the law without an interference’’. 


While this notice was issued shortly after Rauen finally saw 
fit to notify the examiner that his application contained 
some of Aiken’s claims, it is evident that the notice in- 
augurated no new code of ethics and that the practice 
complained of was just as improper in 1927 as in 1930. 
While the primary examiner adopted the view that Rauen’s 
failure to request an interference was an ‘‘unfortunate 
oversight’”’ and while Rauen’s brief states that this failure 
was ‘‘obviously inadvertent’? no satisfactory showing to 
this effect, verified or otherwise, has been offered nor is it 
explained how Rauen eventually discovered that his ap- 
plication contained Aiken’s claims and that no interference 
had been requested. Neither has it been shown that he 
moved promptly after such discovery. Moreover, assum- 
ing that Rauen’s failure to request an interference was 
inadvertent rather than deliberate it is not thought that 
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his position ix materially strengthened. Since he had actual 
knowledge of the Aiken patent immediately after it issued 
he had practically two years, under the doctrine of Win- 
troath v. Chapman, in which to prepare for and request 
an interference. His failure to do so for almost three 
and one half years, if it was not intentional, evidences 
such gross negligence as to raise a strong equity against 
him. | 

It is to be noted that the present interference was 
declared more than five years after Aiken obtained his 
patent and that the greater part of this delay was due 
to Rauen’s failure to request, promptly, the interference 
which he now claims to have desired as early as 1926. It 
is manifestly unfair to the patentee to allow his claim to 
the patented invention to pass unchallenged for so long 
a period and then to foree him into interference. It is 
also contrary to the public interest to allow an applicant, 
by inserting patent claims in his application within two 
years after the patent issues, to proceed, years later, to 
demand an interference. Such procedure may result in 
indefinite prolongation of the monopoly. As was said in 
In re Fritts, 227 O. G. 742, 1916 C. D. 188: | 


‘Monopolies are inherently obnoxious and it is solely 
because of ultimate benefit to the public that a condi- 
tional form of monopoly is permitted to an inventor. 
When the element of diligence or good faith in an 
applicant is lacking, there is no valid reason for such 
a construction of the patent laws as would effect an 
extension of the limited monopoly granted upon pre- 
scribed conditions which include those very elements”’. 


The necessity for prompt action by an applicant who 
desires to contest an interference with a patent has been 
recognized by a long series of decisions, beginning with 
In re Fritts, supra, and Rowntree v. Sloan, 227 O. G. 744, 
1916 C. D. 192. In these cases it has been held that an 
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applicant who does not move promptly to obtain the inter- 
ference is estopped to contest priority. The time limit 
for such action was at first set at one year after the patent 
issued and later extended to two. While the limit is us- 
ually said to apply to the ‘‘copying of the claims’? it is 
obvious that the important thing is the request for inter- 
ference, since it is this request, rather than the physical 
presence of the patent claims in the application which 
secures the prompt determination of priority in which the 
public, as well as the patentee, is interested. No case has 
been cited nor has any been found in which there has been 
a verbatim presentation of patent claims without a simul- 
taneous request for interference but it is believed that this 
request, as well as the copying of the claims must take 
place within two vears after the patent issues, if estoppel 
is to be avoided. Thus in DeFerranti v. Harmatta, 288 
O. G. 205, 1921 C. D. 226 it was held that: 
‘‘The limitation of two vears within which claims may 
be taken from a patent arises from the application of 
a sound principle of public policy for the prevention of 
undue extension of monopoly by procrastination in the 
assertion of adverse rights against one already in 
possession’’ (Underscoring added.) sts—S 


The underscored portion clearly indicates that it is the 
assertion of the claim against the patentee which is essen- 
tial and not merely the insertion of it in the application. 

The only authorities which have been found in which 
an applicant was allowed to delay more than two years 
before seeking an interference with a patent are cases 
such as Chapman v. Beede, 323 O. G. 230, 1924 C. D. 270. 
In that case, Beede was claiming the patented invention at 
the time when the Chapman patent issued and the decision 
is based on the ground that 


‘can interference should have been declared by the 
Office while the Chapman application was there pend- 
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ing and the failure of the Office in this respect pre- 
vented an orderly determination of the question of 
priority’’. 


Such decisions are clearly not applicable to the present 
situation, since the Rauen application here involved was 
filed after Aiken's patent issued. Rauen’s parent case 
was co-pending with Aiken’s but there has been no attempt 
to show that it claimed the invention in issue. 


No decision has been cited or found in which a anion 
who had actual knowledge of a patent within the two year 
period but who delayed in seeking an interference until 
after that limit expired has been allowed to contest priority. 
The decisions of the Chapman v. Beede type are based on 
the equitable principle that an applicant who is deprived 
of an interference prior to the issuance of the patent by 
inadvertence on the part of the Office should not be injured 
by such inadvertence. In the present case, as already noted, 
the equities are clearly against the applicant. 


The fact that the rule of Chapman v. Beede does not 
apply where the applicant has actual knowledge of the 
patent shortly after it issues is clearly brought out by the 
Commissioner’s decision in Keith v. Land, 331 O. G. 226, 
1925 C. D. 174. This decision, based on a set of facts very 
closely approximating those of the present interference, 
is believed to be controlling here. In Keith v. Land, the 
applicant had actual knowledge of the Land patent ‘in 
1916, but delayed seeking an interference until 1920. It 
was his contention that he was not estopped because he 
had been continually claiming the patented invention. The 
Commissioner found that this was not the case but ex- 
pressly held that the failure to seek an interference sea- 
sonably would have barred the applicant even if he had 
been claiming the invention. The following portions of 
the Commissioner’s decision are considered especially 
pertinent to the present case: 





2+ 


‘In the brief in support of the present appeal, appel- 
lant brings forward claim 40 as supporting its position 
and points out that this claim was inserted ten years 
before the issue of the Land patent and was allowed 
by the primary examiner. The claim is not found in 
Land's patent but is fairly generie thereto * * °. 
Even if this claim does interfere with those of Land, 
as embodied in the issue, it cannot be held that the 
examiner is the exclusive guardian of appellant’s rights 
to the extent that the latter is absolved from the con- 
sequences of his delay for nearly five years in seeking 
an interference with the Land patent. * * * It is 
believed that this adjudicated case (In re Nathan, 
301 O. G. 183, 1922 C. D. 118) makes it clear that any 
possible failure to the Examiner to eall attention of 
the applicant to an interference between his claim 
and that of Land does not exeuse the applicant’s own 
negligence. It must be deemed settled for this Office 
in view of the reasoning and conclusions embodied in 
the decisions of the court of appeals in (citing Rown- 
tree v. Sloan, In re Fritts and In re Nathan) and that 
of the United States Supreme Court in Chapman v. 
Wintroath that an applicant, in the absence of a 
satisfactory excuse, cannot after a patent is granted, 
keep silent while the years pass during which the 
patentee exploits his invention and enjoys his monopoly 
and then at applicant’s leisure come to the Office and 
seek to take away the patentce’s monopoly and enjoy 
it himself for a further period of seventeen years. 
The interests of the public demand promptness and 
diligence on the part of such an applicant and the 
courts have stated what constitutes such promptness 
and diligence’’. 


It is thought to be clear from this decision that an ap- 
plicant who has actual knowledge of a patent is not excused 
in delaying for more than two years to seck an interference, 
by the fact that his application contained claims conflicting 
with those of the patent. It thus appears that the law, as 
well as the clear equities, denies the right of Rauen to con- 
test the present interference first sought by him more than 
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three years after he had actual knowledge of the Aiken 
patent. It is held that Rauen is estopped to contest this 
interference and priority will be awarded to Aiken on this 
ground. | 
The fact has not been overlooked that the Board :of 
Appeals, ex parte, affirmed Rauen’s right to make the 
claims. It does not appear, however, that any question of 
estoppel was raised by the examiner on that appeal or 
that the attention of the Board was directed to the fact 
that Rauen did not request an interference until more than 
three years after Aiken’s patent issued. The sole ques- 
tion before the Board was whether or not Rauen’s applica- 
tion would support the claims. Consequently, the present 
ruling of estoppel in no way conflicts with the Board’s 
decision. : 
In view of the above holding it becomes unnecessary: to 
consider Rauen’s motion to shift the burden of proof. | It 
may be noted, however, that it does not appear to’ be 


questioned that the earlier Rauen case will support the 
counts. . 


Priority of invention of the subject matter in controversy 
is awarded to James Aiken, the senior party. 


Limit of appeal: September 12, 1932. 


Examiner of Interferences, 
Room 3098. 
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STATEMENT OF QUESTION PRESENTED 


In the opinion of appellee, the single question pre- 
sented by this appeal is: 

Did the District Court err in dismissing, upon mo- 
tion of appellee, a complaint in which appellants 
sought entry of a judgment in the nature of a man- 
damus to compel appellee to set down for hearing 
Motions for Judgment on the Record, “because of res 
adjudicata,’’ brought in pending patent interferences 
in the Patent Office, and to render decisions thereon 


prior to the taking of testimony in the pending in- 
terferences ? 
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Anited States Court of Appeals 


FOR THE DISTRICT OF COLUMBIA CIRCUIT 


APPEAL No. 14,272 


JoHN W. ANDERSON, AND Propuctive INVENTIONS, 
Inc., A CoRPoRATION OF INDIANA, APPELLANTS | 
Vv. 


Ropert C. WatTSoN, COMMISSIONER OF PATENTS, 
APPELLEE 


APPEAL FROM THE UNITED STATES DISTRICT COURT FOR THE 
DISTRICT OF COLUMBIA 


BRIEF FOR THE COMMISSIONER OF PATENTS 


INTRODUCTION 


This is an appeal from an Order (J. A. 84) of the 
United States District Court for the District of 
Columbia, dismissing, upon a motion by appellee 
(J. A. 61), a complaint (J. A. 1) in which appel- 
lants sought the entry of a judgment in the nature 
of mandamus to compel appellee, as Commissioner 
of Patents, to set down for hearing two Motions for 
Judgment on the Record (J. A. 6 and 11) brought 
by appellant, John W. Anderson, in two patent inter- 
ferences, Nos. 85,878 and 86,266, now pending before 
the Board of Patent Interferences in the Patent 
Office, and likewise to compel appellee to render deci- 

(1) 


2 


sions on those motions prior to the taking of testi- 
mony in the identified interferences. The Board of 
Patent Interferences has (J. A. 31 to 33 and 39 to 
43) deferred consideration of the two motions for 
judgment to final hearing in the two interferences, 
and the Commissioner has repeatedly refused to dis- 
turb such deferments, in the exercise of his super- 
visory authority (J. A. 52 to 54 and 58 to 61). 


COUNTERSTATEMENT OF THE CASE 


The Statement of the Case set forth in the Brief 
for Appellants (pages 3 to 6) includes so many 
seemingly unnecessary details that a Counterstate- 
ment seems to be in order. The salient facts are 
simple and few and are recited in the following 
paragraph. 

Pending in the Patent Office before the Board of 
Patent Interferences are two patent interferences, 
Nos. 85,878 and 86,266, presently respectively en- 
titled ‘‘Scinta v. Anderson’? and ‘‘Anderson_ v. 
Scinta.”’ The party Anderson to these two priority 
proceedings is the appellant, John W. Anderson; 
the appellant, Productive Inventions, Ine., is the as- 
signee of the patent applications of Anderson in- 
volved in the interferences. Anderson brought (J. A. 
6 and 11) a Motion for Judgment on the Record, 
“‘hecause of res adjudicata,’’ in each interference. 
The Examiner of Interferences (J. A. 17 and 19) dis- 
missed both motions. The Commissioner of Patents, 
however, in response to petitions by Anderson (J. A. 
20 and 25), and in the exercise of his supervisory 
authority, ruled (J. A. 29 and 30) that the Board 
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of Patent Interferences should decide Anderson’s 
two motions on their merits. But the Commissioner 
(J. A. 30, first paragraph, final sentence; J. A. 31, 
second paragraph, final sentence) left to the Board 
the determination of when it would ‘“‘set’’ the mo- 
tions ‘‘for hearing on the merits.’’? The Board (J. A. 
31 and 32) deferred consideration of the motions 
until the final hearings in the interferences, adhering 
to its position upon reconsideration (J. A. 39 and 
41). The Commissioner held (J. A. 52 and 53), in 
response to further petitions (J. A. 44 and 48) by 
Anderson for the exercise of his supervisory author- 
ity, that the Board’s deferment of consideration of 
Anderson’s motions for judgment to final hearing 
was not out of order. The Commissioner (J. A. 58 
and 60) adhered to this position upon requests by 
Anderson for reconsideration (J. A. 55 and 56). 


BULE INVOLVED 


Rute 56 oF THE RULES oF Practice oF THE UNITED 
States Patent OFFICE IN Parent Cases (37 C. F. R. 
1.56; Appendix I, Title 35, United States Code). 

Improper applications. Any application 
signed or sworn to in blank, or without actual 
inspection by the applicant, and any applica- 
tion altered or partly filled in after being 
signed or sworn to, and also any application 
fraudulently filed or in connection with which 
any fraud is practiced or attempted on the 
Patent Office, may be stricken from the files. 


SUMMARY OF ARGUMENT 


The Motions for Judgment on the Record, here in 
question, await determination in patent interference 
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proceedings still pending in the Patent Office. The 
remedy of mandamus is not available for review now 
of the orders in the Patent Office deferring consid- 
eration of those motions to final hearing in the inter- 
ferences. The orders are interlocutory and not final, 
and the deferment of the motions is an exercise of dis- 
cretion in the Patent Office. The decisions appellants 
cite do not require an immediate hearing on the 


motions. 
ARGUMENT 


As the complaint and the exhibits attached to the 
complaint make clear, the motions for judgment 
which the appellants would have this Court compel 
the appellee, Commissioner of Patents, to decide or 
have decided, were brought and now await determina- 
tion in interference proceedings which are still pend- 
ing in the Patent Office. Thus, the civil action now 
under appellate consideration is, as the trial court 
correctly observed (J. A. 83, penultimate paragraph), 
“in effect an attempt to review an interlocutory order 
of the Commissioner of Patents while the proceeding 
before him is still pending.”’ The order, in each in- 
terference, may be taken as the order (J. A. 31 and 
32; J. A. 39: and 41) of the Board of Patent Inter- 
ferences deferring consideration of Anderson’s motion 
for judgment to final hearing, or as the order of the 
Commissioner of Patents (J. A. 52 and 53; J. A. 58 
and 60) refusing to disturb the action of the Board 
in so deferring consideration. 

The extraordinary remedy of mandamus or injune- 
tion, as preserved by Rule 81 (b) of the Federal 
Rules of Civil Procedure, is not available to appel- 


5 


lants for review now of such orders of the Patent 
Office. As indicated, they are merely interlocutory 
orders. If they are incorrect, an adequate remedy 
for their correction is open to appellants by way of 
an eventual appeal under 35 U. S. O. 141 after final 
hearing in the Patent Office to the United States 
Court of Customs and Patent Appeals, or alterna- 
tively, of a civil action under 35 U. 8S. C. 146. All 
this has repeatedly been indicated in such decisions 
of the present Court, in suits against the Commis- 
sioner of Patents, as Moore v. United States, ex rel. 
Lindmark, 33 App. D. C. 597; United States, ex rel. 
Dunkley Company and Dunkley, v. Ewing, Commis- 
sioner of Patents, 42 App. D. C. 176, and United 
States ex rel. Searl v. Robertson, Commissioner of 
Patents, 57 App. D. C. 179, 18 F. 2d 829. 

The appellants cite United States ex rel. Steinmetz 
v. Allen, 192 U. S. 548, and Coe, Commissioner of 
Patents, v. United States ex rel. Remington Rand, 
Inc., 65 App. D. C. 387, 84 F. 2d 240, as cases in which 
the Federal Courts “have issued writs of mandamus 
against the Commissioner of Patents.” Such is, of 
course, the fact. That fact, however, is of no conse- 
quence here. The cited cases are in no way con- 
trolling of the disposition of the present appeal, and 
they in no degree warrant the relief for which appel- 
lants pray. In the former case, the ruling of the 
Commissioner of Patents under attack was expressly 
“considered as final and appealable’’ (192 U. S. 556, 
penultimate sentence). The present Court had ocea- 
sion in United States ex rel. Dunkley Company and 
Dunkley, v. Ewing, Commissioner of Patents, supra, 
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to weigh the force of the Supreme Court decision. 
This Court, then said: 


“* * * in United States ex rel. Steinmetz v. 
Allen, 192 U. S. 543, 48 L. ed. 555, 24 Sup. Ct. 
Rep. 416, relied upon by appellants, the Pri- 
mary Examiner had declined to forward an 
appeal prayed by the petitioner to the Board 
of Examiners-in-Chief to review the ruling of 
the Examiner requiring petitioner to cancel 
certain of his claims. It appearing that the 
only way the petitioner could receive adequate 
protection was by compelling the Examiner to 
forward the appeal as the law required, man- 
damus was allowed. The Court pointed out 
that if the petitioner had yielded to the rule 
requiring the cancelation of certain of his 
claims he necessarily would have given up his 
right to join those claims in one application, 
and that if he had not yielded to the rule he 
could not have been heard at all; and that a 
ruling having such an effect was to be con- 
sidered as final and appealable. There was 
therefore a plain duty which the Patent Office 
refused to perform.” 


In Coe, Commissioner of Patents, v. United States 
ex rel. Remington Rand, Inc., supra, this Court, in 
passing upon the refusal of an examiner (and the 
Commissioner) to consider and enter an amendment 
in an application for patent, concluded that the “duty 
of the Commissioner in the premises is a clear statu- 
tory requirement, and the performance of that duty 
is a plain, ministerial act, which cannot be avoided by 
any claim of discretionary power on his part.’? What 
the Court was doing was applying the rule, later 
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spelled out in Hammond v. Hull et al., 76 U. S. App. 
D. C. 301, 131 F. 2d 23, that while mandamus will not 
lie where the act sought to be controlled is discretion- 
ary, it will lie “when the duty of the officer to act is 
clearly established and plainly defined and the obliga- 
tion to act is peremptory.”’ 

In the pending interferences in which appellant 
Anderson is involved, the Board of Patent Interfer- 
ences and the Commissioner have not refused to con- 
sider his motions for judgment on the record. They 
merely have deferred consideration of the motions to 
final hearing. There is no ministerial duty on their 
part to hear those motions prior to final hearing. 
The deferment of consideration of the motions to final 
hearing is an exercise of discretion by them. While 
the correctness of so deferring consideration is irrele- 
vant in the present action (United States, ex rel. 
Dunkley Company and Dunkley v. Ewing, Commis- 
sioner of Patents, supra; Svenson v. Coe, Commis- 
sioners of Patents, 69 App. D. C. 359, 101 F. 2d 684), 
the orders of the Board of Patent Interferences 
(J. A. 31 and 32; 39 and 41) and of the Commis- 
sioner (J. A. 52 and 53; 58 and 60) are, it is sub- 
mitted, eloquent of the w ‘Alora, and care, with which 
the discretion was exercised. 

In finding that it had no authority to grant the 
relief prayed for by appellants, the trial court (J. A. 
83, final paragraph) expressly stated, with respect, 
necessarily, to each pending interference, that the 
‘‘question whether the motion for judgment should 
be passed upon when made during the pendency of 
the proceedings, or deferred until its final conclu- 
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sion, is a matter of discretion with the Commis- 
sioner, which may not be reviewed by the courts.”’ 
The view of the law so expressed is, of course, the 
tenor of United States, ex rel. Dwiggins, v. Ewing, 
Commissioner of Patents, 43 App. D. C. 204, cert. 
denied, 238 U. S. 640, and of Ewing, Commissioner 
of Patents, v. United States ex rel. Fowler Car Com- 
pany, 244 U. 8. 1, among other decisions herein cited. 

Neither the decisions in Welch v. Aufiero, 1915 
C. D. 14 and 16, nor the decision of the Examiner 
of Interferences in the interference, No. 63,316, 
Rauen v. Aiken (which appellants unwarrantedly 
include in their ‘‘ Additional Appendix,”’ it never 
having been before the District Court), establish that 
the position taken by the Patent Office in the pend- 
ing interferences involving appellant Anderson is 
‘contrary to its established practice” (Brief for Ap- 
pellants, page 13, third paragraph). The former 
decisions, it is believed, will be searched in vain for 
any relevancy to the pending interferences. Refer- 
ence to the decision of the Examiner of Interferences 
in Rawen v. Aiken is made without emphasis on the 
fact that Aiken, who filed the motion to dissolve that 
was construed as a motion for judgment, was ‘‘under 
an order to show cause.”’ In the words of Judge 
Lenroot in his specially concurring opinion in Rauwen 
v. Atken, 22 C. C. P. A. 903, 74 F. 2d 956, the record 
showed that Rauen ‘‘was the first inventor.’’ Aiken’s 
only response to the order to show cause was his 
motion based on an alleged estoppel running against 
Rauen. Aiken sought by his motion to avoid a sum- 
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mary judgment that otherwise would have been 
entered by the Examiner of Interferences (See Sec- 
tion 221, ‘‘Order to Show Cause,’’ Rivise and Caesar, 
Interference Law and Practice, Volume Two, The 
Michie Company, Charlottesville, Va., 1943). Only 
Aiken’s motion was before the Examiner of Inter- 
ferences. There was no occasion for a final hearing, 
as such, at which testimony on priority of invention 
would be presented by the parties, and, as indicated 
in the decision of the Court of Customs and Patent 
Appeals, no final hearing was held by the Examiner 
of Interferences. In the pending interferences in- 
volving appellant Anderson, the motions for judg- 
ment by Anderson are not the only subjects for con- 
sideration by the Board of Patent Interferences 
(exercising the same jurisdiction as that previously 
exercised by the Examiner of Interferences). A final 
hearing is in the offing in each interference, at 
which priority proofs may be presented by Ander- 
son, and his opponent, Scinta, for consideration by 
the Board. In these particulars lie the distinctions 
between those interferences and Rauen v. Atken. By 
reason of such distinctions Rawen v. Atken lacks 
significance in the pending interferences involving 
appellant Anderson. It may be noted that the Exam- 
iner of Interferences in his decision in Rauen v. 
Aiken said no more than that the question of estoppel 
due to delay in seeking an interference with a patent 
‘fis a jurisdictional one which may be raised at any 
time’? (Emphasis added). The Examiner of Inter- 
ferences did not suggest that such a question must, 
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regardless of circumstances, be decided immediately 
when raised and might not, in a proper case, as in the 
case at bar, await consideration at final hearing. 

Appellants appear to be of the view (See Brief for 
Appellants, page 16, ultimate and penultimate para- 
graphs) that a decision unfavorable to Anderson on 
his Motions for Judgment on the Record in the pend- 
ing interferences would entitle him to immediate re- 
view of such a decision under either 35 U. S. C. 141 
or 35 U. S. C. 146. If such were the law, it would 
tend to add force to the strictures of the Board of 
Patent Interferences (J. A. 40 and 42) and the Com- 
missioner (J. A. 58 and 60) respecting piecemeal 
prosecution. It, however, would not appear to be the 
law. (See Section 221, “Order to Show Cause,”’ Ri- 
vise and Caesar, Interference Law and Practice, 
cited supra; See also Cosper v. Gold and Gold, 34 
App. D. C. 194, and Spatafora v. Zaiger and Young, 
21 C. C. P. A. 908, 69 F. 2d 118). 

The appellants do not, on this appeal, belabor the 
decision of the Court of Customs and Patent Appeals 
in Vandenberg v. Reynolds, 44 C. C. P. A. 873, 242 F. 
2d 761, to the extent that they did in the court below. 
That decision was considered and found irrelevant by 
the Commissioner (J. A. 58 and 60). No motion for 
judgment was involved in the cited case. What 
aroused the Court’s criticisms was the action of the 
Patent Office on a petition by Vandenberg to strike 
Reynolds’ application from the Patent Office files. 
That petition, brought under Rule 56 of the Rules of 
Practice of the Umted States Patent Office in Patent 
Cases, 37 C. F. R. 1. 56, Appendix I, Title 35, United 
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States Code, was addressed to the Commissioner, and 
passed upon by him, and not by the Board of Patent 


Interferences. 
CONCLUSION 


It is submitted that the conclusion of the District 
Court that it had no authority to grant the relief 
prayed for by appellants is eminently sound, and that 
the District Court accordingly was correct in dis- 
missing appellants’ complaint. Affirmance of this 
trial court’s order, therefore, is requested. 

Respectfully submitted, 

CLARENCE W. Moore, 
Solicitor, 
United States Patent Office, . 
Attorney for Appellee. 
Marcu, 1958. , 
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